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Sore Spots in the Patent System

by

W. H ouston K enyon, Jb.

The storm now centering about the patent system is, in 
my judgment, the result of four major “ sore spots” in its 
operation, as follows:

1. Abuse by patent owners of the limited privileges 
granted to them by their patents.

• 2. The majority of issued patents are for petty details 
t of routine improvement and not true inventions.

The period of opportunity to derive profit from an 
Invention is variable and uncontrolled, and often is 
many years longer than the statutory term of 17 

I years.

ii. Present laws and practice discriminate against the 
T inventor of military weapons and constitute to that 

extent a burden upon the war effort.
f
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ach of the above is discussed at more length hereinafter, 
ut accompanying these four major items are a host of 

minor sore spots—statutory ambiguities glossed over with 
reams of judicial interpretation and revisions thereof, 
statutes long obsolete but still causing occasional trouble 
and expense, a vast complex of rules and decisions which 
make interference practice one of the most involved and 
expensive legal procedures in existence, statutes enacted, 
repealed in part and codified in amended form only to be
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amended again—which in the aggregate constitute, in my 
judgment, the greatest sore spot of all, namely—

5. Our statutory scheme of patent law and procedure 
remains that of the Act of 1836, overlaid with literally 
scores of amendments, exceptions, extensions and 
partial repealers, and subject to countless thousands 
of interpretative and sometimes conflicting decisions.

Our present patent system was created by the Act of 
1836 in the light of conditions as they then existed. Its 
chief novelty and brilliant achievement was that it was the 
first system in the world to set up a Patent Office and an 
examining staff. While the statutes were regrouped in the 
Act of 1870, codified in the Eevised Statutes of 1874 and 
regrouped again in the U. S. Code of 1925, we have never 
since 1836 caused a general re-examination to be made of 
the statutory scheme in its relation to our industrial 
economy, nor undertaken to rewrite the statutes so they 
will say in simple language what they mean. Since 1836 
the substance of the patent statutes has not been amended 
or re-examined save as interested pressure groups, appear
ing before committees of Congress, have obtained enact
ment of comparatively minor changes in details of pro
cedure or practice. The infringement suit today is still a 
statutory ‘ ‘ action on the case ’ ’ under language first framed 
in 1790 and never changed. Thus in a hit-or-miss way a 
long series of procedural changes have been brought about, 
and today we stand on the threshold of more and bigger 
statutory changes than ever before.

The reason why the statutory scheme has never been 
overhauled or rewritten is that congressmen and senators 
are seldom personally versed in the intricacy of the prob
lems involved, and the patent profession as a whole, 
familiar with these problems, has been chronically unable 
to agree upon any but minor proposals. No respected 
group of experts, with the backing of public confidence, 
has heretofore existed in this country qualified to re- 
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examine the statutory system, hear diverse points of view, 
draft and publish a proposed general revision of the 
statutes, modify it after publicity and further hearing, and 
then promulgate a final draft and recommendations on 
which legislators could prima facie rely. This technique 
of dealing with complex subject-matter has again and 
again been used with success; a recent and spectacular 
example is that of the Supreme Court Advisory Committee 
which produced the new Federal Eules of Civil Procedure 
and thus cleaned an Aegean stable that had resisted im
portant change since the courts were organized.

In every one of the chief industrial countries of the 
world—except ours—the patent statutes and rules of prac
tice have been subject to periodic overhaul and rewriting 
in improved and simplified form. Great Britain’s modern 
patent system sprang from the Act of 1852. But that 
statute was entirely rewritten in 1883 and again in 1907 
and considerably revised in 1932. On each occasion a dis
tinguished group of experts appointed by the Board of 
Trade followed the procedure described above, and when 
the final draft produced by the committee came to be laid 
before Parliament it was enacted with little or no change, 
mainly because of the standing of its proponents and the 
known care with which they had done their work. The 
German system of patent statutes, originally created in 
1877, was likewise made the subject of exhaustive expert 
re-examination in the years 1933-1935, and a new law 
drawn up by this committee was promulgated in 1936. 
The Japanese statutory system, created by law of 1888, 
has been successively rewritten in 1899, 1909, and 1921, 
in each case after careful examination and adoption of the 
best features of all other systems till, in 1936, a qualified 
and careful Czechoslovak student of comparative patent 
law was able to write that “ the present Japanese patent 
law may justly claim to be the most carefully thought out 
and perhaps the best modern law in the world.”
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In revising their systems, our foreign competitors have 
freely drawn upon what their experts find upon careful 
study to be the best features of various systems through
out the world. I t may be significant that some features 
of our system are unanimously copied in recently-revised 
foreign systems and others are unanimously omitted. We 
have in this country no well-developed literature of the 
economic and theoretical aspects of patent law; Germany, 
on the other hand, is said to possess the largest body of 
commentary and analysis of this kind of any country in 
the world. It is almost wholly unnoticed here.

To my mind the fact that important changes are coming, 
and the fact that the existing statutory scheme is already 
overlaid with a vast patchwork of previous amendatory 
matter, together suggest the wisdom of undertaking at this 
time a complete rewriting of the statutes. This would be 
in line with practice in other countries, and is indeed long 
overdue here. There will no doubt be resistance to such 
a proposal. Some patent lawyers, long familiar with the 
existing maze, will tend to resist simplified enactment for 
a variety of understandable and human reasons, but not 
for reasons which ought to be deemed controlling at this 
time. I t will require vision, persistence and leadership of 
a high order to put through the needed revision. I  think 
the National Patent Planning Commission is the agency 
and now is the time to produce that leadership, if the 
Commission’s members can be persuaded of the importance 
of the task and the responsibility they carry in respect to 
it. The danger, as I  see it, is that the Commission will 
be driven by diverse pressure groups to fritter away its 
energies and its opportunity in debate on isolated amenda
tory proposals.

Desirable as such a comprehensive scheme of revision 
would be, it is not essential to meet the gathering storm. 
Whether or not the opportunity can be seized to do a needed 
job on statutory phraseology, each of the four “sore spots’’ 
first mentioned at the head of this memorandum must he
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met and answered hy a remedy which in each case will go 
to the root of the trouble and once for all wholly eradicate 
it. There is little room for debate that the “ sore spots” 
mentioned are in fact what the name implies—differences 
of opinion may exist as to whether there are not others 
as well. Literally hundreds of proposals for minor amend
ment of the patent laws have been advanced, debated and 
rejected in the last half century. Each has been concerned 
with some defect, or fancied defect, in the patent system 
and undercurrents of present-day discontent point to still 
further supposed defects for which no remedy has yet 
been formulated.

It would needlessly clog all attempts at constructive 
thinking, to try to take into account at the present time 
this wealth of detailed proposals for rectifying or improv
ing the patent system. I t is far better now to lay these 
details aside temporarily, to reserve them for considera
tion one by one when a competent public body has under
taken a thorough-going study of the subject, and to focus 
general analysis for the time being on a very limited num
ber of carefully selected major objectives. The problem, 
at this early stage, is to see the woods and not the trees.

Accordingly this memorandum has been prepared for 
the single purpose of stating what, in my judgment, should 
be the major points of attack in a program adequate to 
meet the needs of the present situation. Primarily the 
effort here is to state what is wrong; only incidentally are 
possible remedies suggested. The order of discussion fol
lows the order of statement at the head hereof.

1.

A buse by  p a te n t ow ners o f th e  lim ited  priv ileges g ran ted  
to  them  by  th e ir  p a ten ts .

Agreements between patent owners and their licensees 
provide a fertile field for what in theory might be called 
petty anti-trust violations, but what in the public eye often
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seem to furnish conclusive proof of sinister monopoly. In 
this field the parties do not usually intend to exclude com
petition beyond what they believe the patent to cover. 
Rather, trade restrictions are worked out on the basis of 
taking the patent to cover the widest possible scope its 
language will support. Later, if the agreement is attacked, 
the parties can say they relied on the patent as issued; 
or, if its invalidity or narrower scope is shown, they can 
say they had no idea it was so deficient and leave the 
burden of proving bad faith to the government. The result 
is that patents offer one of the safest and best ways now 
available of controlling price, distribution, volume, and 
the like; they are sometimes sought in the Patent Office 
chiefly for their anticipated usefulness in that kind of a 
picture.

No other form of abuse brings a “ sore spot” of the 
patent system so prominently into public view. A man 
sends in an inquiry or order, and is outraged to learn he 
must apply elsewhere because his source of supply is not 
licensed; a government department receives eight bids at 
identical prices; a newcomer, applying to a patent holding 
corporation for a license, finds out he must pay substantial 
royalty on a series of shaky patents in order to get the 
limited rights he really wants; an old article of commerce, 
improved in some trifling way that the consumer is not 
even aware of, is put under rigid price and distribution 
control.

When non-patent lawyers, and others not trained to the 
mystery, undertake to define the ills of the patent system, 
they usually mention first these abuses of issued patents. 
Law review articles, some very badly but certainly earn
estly written, call for reform in this department. The last 
2 or 3 years have seen the Anti-Trust Division of the 
Department of Justice start more anti-trust suits than 
even in the days of Teddy Roosevelt’s “ Big Stick” and 
a reading of the Division’s mimeographed summary of

6

subject-matter suggests that from a quarter to a third of 
these cases involve some aspect of patent abuse.

Before the T.N.E.C., Thurman Arnold presented his 
panacea for the situation. Every license which restricts 
the licensee in any manner should be made unlawful, he 
urged, unless the patent owner can prove the restriction is 
necessary to promote science and useful arts, except that 
licenses imposing restriction in “ price, production, use or 
geographical area” should be absolutely outlawed. His 
proposal bears every earmark of trying to make prosecu
tion easier for the prosecutor.

The trouble is that no one yet seems to have thought 
the problem all the way through. I t is clear that in certain 
cases it would weaken the whole system of incentive to 
originality if a licensee’s price, production, use or geo
graphical area could not lawfully be restricted. For ex
ample, where aggressive newcomers have forged a new 
industry out of their own inventive genius and willingness 
to risk money, they are entitled to reap monopoly profits, 
provided the scope of the monopoly is no broader than the 
invention and its term is under effective legislative control. 
And if they choose, by licensing others, to open up second 
and third sources of public supply, or to introduce the in
vention into new fields which they are not able to exploit, 
it would only be killing the goose that laid the golden egg 
to require by law that they must in so doing sacrifice and 
abandon their own monopoly profits. Just because acci
dents sometimes happen when drivers make left turns, we 
don’t forbid all left turns.

Essentially the problem is one of intelligent discrimina
tion between trade restrictions which have the inherent 
effect of encouraging invention, and those which only in
jure the public. Behind that lies the problem whether, 
when an intelligent discrimination is made, the remedy 
should be left to the Anti-Trust Division, to the Federal 
Trade Commission, to a new regulatory commission, to
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civil litigation in the courts aided by a Restatement, or in 
some other way.

But here I  am concerned with the abuses themselves, not 
remedies for them. Let me state briefly a few illustrative 
cases:

1. Restrictions incident to cross-license. Cross-license 
is in the public interest when patent deadlocks are broken, 
litigation averted, new products freed for development. 
But under cover of this beneficial purpose, serious abuses 
have appeared. Chief among these is the creation by 
agreement of an industry-wide patent structure consisting 
of a mass of more or less interlocking patents.. The massing 
of great numbers of patents in single ownership is one of 
the most disturbing aspects of the patent system today. 
In aggressive hands the whole becomes greater than the 
sum of its parts; there emerges in practical result a single 
monopoly as broad as the industry; newcomers must 
endure exhausting litigation while in their own earliest 
and financially weakest stage of development; independent 
inventive effort has but one customer to whom to sell its 
patented improvements; the incentive to invent and im
prove in this field tends to become confined more and more 
to the research employees of the cross-licensing companies. 
I t is of course true that an improver on a patented device 
cannot use his own invention without permission of the 
owner of the dominant patent, and so a company founded 
on a significant primary invention and devoted to research 
for continual improvement may properly come in time to 
be possessed of a powerful group of related patents. If 
any one research organization could keep ahead of all 
competition by the sheer brilliance and continuity of its 
inventive achievement, its patent monopoly would properly 
he industry-wide in scope and would remain in effect over 
a long term of years. But no one organization has a 
monopoly of brains. Bright young men have a way of 
cropping up anywhere. In consequence there has been
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a tendency, under the guise of cross-license, to pool the 
brains and know-how of competitors, and the incidental 
result is to mass the patents of several established com
petitors with all the disadvantages of such agglomeration 
to the public interest and little or no compensating public 
advantage. I  believe that legislative measures must soon 
be devised to break the hold which such owners of complex 
patent structures now have upon independent inventive 
advance. A useful line of discrimination is likely to be 
drawn between those, on the one hand, who build up a 
patent situation by their own inventions and that of their 
own paid research workers, and on the other hand, com
petitors who have formed themselves into a loose con
federation presenting their patents to the outsider as a 
united front. In the latter case, effective remedy, if under
taken, is going to require stiff medicine. Probably satis
factory results cannot he achieved with anything less than 
a scheme of compulsory divestment analogous to that of 
§7 of the Clayton Act, or of compulsory license at the suit 
of a competitor of the confederated group.

2. Restrictions imposed on unpatented articles. The 
specially-made glass blanks for patented bifocals are not 
themselves patented, yet they are valuable only in making 
the completed patented article. May sales of such blanks 
be restricted to designated customers, their prices fixed, 
a royalty exacted upon their manufacture and sale—all 
these burdens falling upon an unpatented article? On the 
other hand, clamps, curling rods, pads and heaters, long 
the standard implements of the beauty shop, are employed 
in carrying out a new and patented method of imparting 
a permanent wave. May sales of these tools-of-the-trade 
be licensed, their prices fixed, their sale limited to vendees 
who hold a license under the process patent, and royalty 
exacted on their sale—all by the owner of a patent covering 
solely a hair-waving process? To turn to a related but 
slightly different field, the Supreme Court has lately
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enunciated a new rule of decision in patent infringement 
suits where the patent owner seeks to profit, not from the 
patented invention, but from sale of some ingredient used 
therein. To the extent presented in the facts of three 
cases, this situation has been dealt with by declaring the 
patent temporarily unenforceable. But there are two or 
three nearby situations of frequent occurrence that suggest 
anxious inquiry how far the Court will go along this line. 
In England, abuse of a patent by attempted extension of 
the monopoly to unpatented ingredients, and the like, is 
concisely dealt with by a statute enacted in 1907. If we 
had had that statute in our law in time to rule the Henry 
V. Dich case (1912) and its many descendants, consumers 
would have been saved millions of dollars in litigation ex
pense added to the cost of manufacture of patented articles, 
and the judges would have been spared much anguish and 
the writing of many pages of opinions. The situation calls 
for consideration whether that British statute, or some
thing resembling it, whose principles have now been sneaked 
into our law in diluted form and to an uncertain extent in 
the backhanded manner of judicial legislation, ought not 
now to be enacted here so that every lawyer may read and 
understand clearly what constitutes unlawful extension 
and exactly what the consequences are.

3. Price fixing and other forms of trade control where 
the supporting patent is probably invalid or is merely for 
some minor improvement in, or addition to, or mode of 
packaging, an old article. A manufacturer of eyeglass 
frames moves the hinge to the upper outside corner of 
the lens. A nation-wide scheme of price and distribution 
control follows. One gallon of ethyl fiuid in 1700 gallons 
of gasoline gives a patented product which has been held 
to justify some measure of trade and price control; hut 
“ regular” gasoline contains one gallon of the same ethyl 
fiuid to 4200 gallons of gasoline. Is “ regular” gasoline 
lawfully subject to the same degree of trade control, or
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must the control be less in its case? In situations of the 
kind indicated by the above heading, it sometimes happens 
that the parties do not enumerate or specify just what 
patents underlie and support the trade restrictions imposed 
by the agreement; they rarely publish or record such a 
writing. The result is that the public often has the greatest 
difficulty ascertaining just what the restrictions are, or 
what patents are deemed to support them. The situation 
seems to call for a requirement that, where a patent license 
agreement imposes trade restrictions of any kind, it must 
in its text specify the patent relied on, and must be openly 
recorded in the Patent Office. Even if legislation of this 
type he no final remedy for the abuses in question, it would 
go a good way toward giving the public information as to 
the extent and character of trade restrictions in patented 
articles, and thus pave the way for definitive legislation, 
if ultimately found necessary, upon a full understanding 
of the problem involved.

The situation today as to patent abuse is markedly 
similar to the situation as to trade abuse existing in 1914. 
At that time trade abuse had been driven to take a vast 
number of forms, much of it relatively minor, in conse
quence of the Standard Oil and Tobacco decisions. In 1914 
it seemed wise to supplement the broad terms of the Sher
man Act by the series of specific detailed enactments which 
are found in the Clayton Act. The Sherman Act was re
tained without change to snare the large-scale obvious 
wrong-doer; the detailed provisions of the Clayton Act 
were to correct the relatively smaller abuses characteristic 
of incipient monopoly, to mark out specific guide posts for 
the information of business and its legal advisers, and to 
provide for enforcement by administrative order (of the 
Federal Trade Commission) rather than by jury empaneled 
in a criminal case. All in all, this idea has worked pretty 
well. The character of patent abuse, as it exists today and 
is revealed in a substantial body of recent case law, sug
gests the wisdom of dealing with it by a legislative scheme
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of administrative regulation similar in general outline to 
that of 1914.

2.
T he m ajo rity  of issued p a te n ts  a re  fo r p e tty  d e ta ils  of 

rou tine  im provem ent an d  not tru e  inventions.

The causes of the above evil boil down to this: We 
Americans have developed the habit of persistent indus
trial and independent research. I t is the touchstone of 
our technologic greatness, but it produces a great many 
routine improvements for each major innovation achieved. 
In the midst of all this we have in our law the rule, salu
tary and needed in many other respects, of “ abandoned 
experiment” which means that, if you invent something 
but do not at once exploit it or ultimately get a patent, 
you may be held to have abandoned your invention, mak
ing it possible for a subsequent inventor, who succeeds in 
patenting the same thing, to prevent you from adopting at 
a later time your own prior conception. This rule, coupled 
with the natural desire to secure protection on almost any 
new idea, results in strong and relentless pressure on the 
Patent Office to issue some kind of a patent, even if doubt
fully valid, arising in part from the fear that a later appli
cant will get it if you don’t.

To this pressure the Patent Office has yielded by issuing 
patents of which the majority are for matters of small 
routine advance. The proof of this is to be seen in many 
phenomena which are symptomatic of the trouble and not 
the cause of it.

There is one standard of patentability in the Patent 
Office; another and much higher standard in the courts. 
In the last five years the circuit courts of appeals have 
decided, on the merits in contested cases, upon the validity 
of 336 patents and have held 250 of them (74.4%) invalid. 
In the thirty years from 1900 to 1930 the Supreme Court 
decided upon the validity of 46 patents, holding 26 of them 
(56.5%) invalid; in the decade 1930-1940 it decided upon 
the validity of 27 patents, holding 24 of them (89.0%) in
valid.
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Applicants for patents are led in many cases to amend 
their claims so as to recite a very numerous assemblage 
of elements, the combination being enlarged to avoid refer
ences and to force issue of some kind of a patent, lest the 
invention be held “ abandoned” . Such claims represent 
the only way in which the existing patent system can be 
stretched to cover small routine improvements. Claims of 
this kind often merit the condemnation heaped upon them 
by the courts as concealing rather than revealing what the 
patent covers.

The conduct of owners of weak patents often reveals 
their knowledge that the patents are weak. Sometimes 
such owners, instead of litigating, resort to tactics of 
harassment and threat against alleged infringers, based on 
assertions of monopoly far broader than the real inventive 
advance, and sometimes far broader even than the wording 
of the patent will possibly sustain. Again, the owner of a 
patent of this type sometimes attempts to secure and main
tain his general trade position, by agreements and conduct 
that unwarrantedly extend the patent monopoly and lead 
to judicial and extra-judicial condemnation per se. I t is a 
curious and persistent fact, as you read the cases, that 
where patent abuse has been condemned by a court, the 
underlying patent is found to have been held invalid in 
some subsequent case.

There have been a number of attempts in the past to 
rectify the situation by legislative action. In general the 
effort has been to deal with the above-mentioned symptoms, 
not the underlying cause. Section 3 of the Clayton Act 
(1914) was designed to make unlawful the sale or lease of 
a patented machine when accompanied by the agreement 
of the purchaser not to use therein supplies obtained else
where than from the patent owner, where the effect may 
be to lessen competition or create monopoly. This statute 
deals only with a narrow aspect of one symptom of the 
trouble, not its cause. The Federal Declaratory Judgment 
Act (1934) permits one threatened with suit for infringe-
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ment, but not sued, to precipitate tbe action in a federal 
court. It is tbe best of the remedial measures, but again 
deals only with a symptom and not with underlying causes. 
Appropriation Acts have increased funds for the Patent 
Office. This is on the theory that increase of or better pay 
for the examining staff will check the flow of sub-marginal 
patents. I t has been notably unsuccessful in that respect, 
though beneficial in others.

There have also been administrative and judicial efforts 
to And a remedy. Successive Commissioners of Patents 
have tried to tighten up the standards of the office. Always 
and inevitably this is uphill work and impermanent in 
results. I t  stands discredited as a means of achieving 
sweeping, effective and permanent relief from the effects 
of the main trouble. There is also the pressure of the 
courts’ example upon the examiners. Undoubtedly this is 
and will be an influence over a period of one or two genera
tions, but its influence tends to be weakened by the fact 
that the examiner always feels that additional prior art 
was found when the patent came before the court and so 
his decision on the record before him is not discredited. 
The Anti-Trust Division of the Department of Justice has 
inaugurated an aggressive program of prosecution looking 
to the punishment of flagrant examples of attempted 
monopoly-extension by agreement. At best this is a “ flash- 
in-the-pan” kind of thing, having little relation to the evil 
of weak patents; it deals only with symptoms and not with 
causes. In time all such campaigns will peter out.

There is no reason why the evil cannot be dealt with 
and cured, if needed reform goes directly to the root causes 
and ignores mere symptoms. The cause of the trouble is 
to be found in the fact that our existing patent system was 
designed for the protection of brilliant and basic innova
tions and is very badly adapted to adjust the rights of 
inventor and public in respect to minor routine improve
ments. There have been all sorts of proposals how to deal 
with this situation, possessing varying degrees of merit.
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e. g.—(a) expose the application to public opposition when 
found allowable and before issue, (b) require the applicant 
to state the prior art known to him, (c) give courts power 
to order a patent cancelled for invalidity, (d) tax issued 
patents to rid the register of dead wood, (e) improve the 
classification system in the Patent Office to facilitate search
ing, and (f) hire more and better examiners. In general, 
these proposals tend to ignore the basic incongruity of a 
system which is being stretched to include the sub-marginal 
invention. I t may well be that we would do better to ex
amine and seriously consider the scheme now in force in 
the German and Japanese patent systems of providing for 
two kinds or grades of patents—major patents and petty 
patents. It is said to work well in those countries; we 
have plenty of refugee German patent attorneys among us, 
some of them formerly of high standing in that country, 
who could be summoned to advise and explain the workings 
of the dual system. Probably we could improve upon it, 
adopting it in modified form. If  such a remedy were to 
be applied, it seems likely that we would have to devote 
much less attention to the obvious and disturbing aspects 
of the problem which are merely the symptoms of trouble 
and not its causes.

3.

The period  o f oppo rtun ity  to  derive  p rofit from  a n  in
vention Is v a ria b le  an d  uncon tro lled , and  o ften  Is m any 
years longer th a n  th e  s ta tu to ry  period  of 17 years.

The opportunity to profit from an invention begins when 
exploitation begins or when an application disclosing the 
invention is filed, whichever is earlier. Under present law 
the application need not be filed till one year after exploita
tion begins. While the application remains pending, the 
possibility of its issue stands in terrorem over the head 
of anyone contemplating investment in competing manu-
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facture, and to that extent gives a real measure of 
monopoly-protection which is of undefined and unascer- 
tainahle scope till the patent issues, and the public has 
no way of learning when the application is finally rejected 
or whether it has been abandoned.

The statutes and rules governing present practice in the 
Patent Office permit passage of a long period of time after 
the application is filed, sometimes many years, before the 
patent issues. The evil of long-pendency is due to four 
specific features of the practice:

(a) Giving the applicant six months in which to 
respond to each letter from the examiner.

(b) Permitting the applicant to file divisional appli
cations covering specific aspects of the invention at 
any time while the parent application or any previous 
division showing that aspect is still pending.

(c) Providing elaborate and time-consuming ad
ministrative procedure and appeals, followed by a 
right of action in court and on appeal, upon the issue 
of patentability, all while the application pends.

(d) Eequiring an administrative tribunal (where 
there is a contest of priority) to decide, after lengthy 
trial, hearing and argument, which inventor was first, 
and providing that all of this time-consuming pro
cedure must he brought to a final conclusion while both 
applications pend.

When the patent finally issues, it runs for 17 years from 
the date of issue without respect to the date when the 
opportunity to profit from the invention began.

The outward manifestations or symptoms of this defect 
in our system appear chiefly in connection with patents 
said to be “ ahead of their time” and in consequence, when 
they issue, asserted to convey a broad monopoly over an 
entire industry. The following table of noteworthy ex-
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amples begins with some notorious old instances of “ long- 
pending” patents but it will be observed that the evil has 
not died out and that it continues unabated in recent years.

Patent Issued
Pendency
(years) Asserted to Dominate

Selden ..... 549,160 1895 16 Automotive vehicles
Fritts........ 1,203,190 1916 36 Talking motion pictures
Gubelmann__ 1,429,201 1922 22 Cash register mechanisms
DeForest----- 1,507,017 1924 10 Superheterodyne circuits
Kadow..... -... 1,527,556 1925 14 Glass blowing machinery
Langmuir---- 1,558,436 1925 12 High vacuum radio tubes
Gubelman...... 1,817,451 1931 18 Calculating machines
Steimer......... 2,073,571 1937 27 Feeder for molten glass
Peiler ......... 2,073,572 1937 23 Feeder for molten glass

Another aspect of this problem is the rule of practice 
which permits a new machine to be covered by a series of 
patents, each to some specific but vital feature, with per
haps one or more patents covering the process carried out 
by use of the machine, all of which patents issue at different 
times so that the effective patent monopoly begins when 
the first one issues and ends when the last one expires. 
From testimony in certain litigation in which I served 
as counsel, taken with later testimony given before the 
T.N.E.C., it appeared that a company engaged in develop
ing glass feeding machinery made its first crude invention 
in 1913, put out its first commercial machine in 1915, a 
more advanced model in 1918, and its final modern type of 
machine in November 1923. All milk bottles made in this 
country today depend on use of this patented machine. 
This machine in its modern form is dominated completely 
by any one of the following patents:

Patents FUed Issued Expiration
Peiler...... 1,573,742 Nov. 25, 1925 Feb. 16, 1926 Feb. 16, 1943
Peiler...... 1,655,391 May 5, 1919 Jan. 3, 1928 Jan. 3, 1945
Peiler... 2,073,572 Mar. 10, 1914 Mar. 9, 1937 Mar. 9, 1954
From this it can be seen that the period of opportunity 
to profit from sales (under monopoly conditions) of the 
final improved form of machine began in November 1923
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and the monopoly therein will run till March 1954, a period i 
of 31 years. If yon count the period of opportunity as 
beginning at the date when the first application was filed ̂ 
disclosing the basic invention, the opportunity to enjoy 
that invention under substantially monopoly conditions 
lasted for a period of almost exactly 40 years. Excluding 
all periods when the only protection lay in pending appli
cations, there have been and will be one or more issued 
patents in force preventing this particular machine from 
falling into the public domain from 1926 to 1954, a con
tinuous patent monopoly in one machine running for 28 
years. Thus has been distorted the clear legislative intent 
that inventions shall pass into the public domain in 17 
years, plus only such time as may he needed to settle the 
terms of the patent instrument.

Under the law in force while the foregoing patents were 
being solicited, you could wait 2 years after first exploi
tation before filing, wait 1 year before answering each 
letter from an examiner (reduced to 6 months in 1927), 
after final rejection by the examiner appeal successively 
to three superposed administrative tribunals (reduced to 
two in 1928), or in substitution for the last appeal bring 
suit in equity to compel the Commissioner to issue the 
patent (trial court and appellate court). If, however, you 
could get into “ interference”—easily done by copying a 
claim from some patent issued on an intermediate applica
tion— ŷou could hold on to your status as an applicant for 
years on end. Gubelmann (patent No. 1,817,451 above) 
succeeded in getting into 123 such interferences which ac
count for most of the 18 years of his pendency.

In 1939, following revelation of some of these abuses 
before the T.N.E.C., and at the behest of Commissioner 
Coe, several statutes were enacted to speed matters up. 
The period between first exploitation and application was 
cut to one year, the Commissioner was given power to 
require response to an examiner’s letter in 30 days, the 
practice in interference cases was cut somewhat by pro-
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viding for a single administrative hearing followed by 
immediate issue of the patent without awaiting court re
view. But there still remain plural administrative appeals 
and court actions with their own appeals on questions of 
patentability, there is still delay while interferences are 
fought out in the office.

While some speeding up will no doubt result from the 
Commissioner’s bills, the fact remains that a patent always 
runs for 17 years from the time when it finally issues, and 
a great deal of administrative and court procedure and 
appeals still remains possible in the period of pendency. 
The applicant’s incentive to find ways and means of delay 
thus remains; only the means by which he can obtain it 
are somewhat reduced. These amendments have whittled 
at the problem, they haven’t fully met and remedied it.

By making delay unprofitable to the applicant— f̂or ex
ample, by a statute that would terminate the monopoly in 
any event 18 (or 20) years after first exploitation or first 
filing of an application showing the invention—and abolish
ing all interferences in the Patent Office, the whole problem 
would disappear at once. The applicant would then know 
that every day spent in the office would be a day sub
tracted from the term of his monopoly. The abolition of 
interferences in the Patent Office, accompanied by suitable 
administrative provisions for the prompt issuance of a 
patent to one of the claimants, let them fight it out in 
court, and if the other claimant wins then his patent runs 
only for the unexpired balance of the term of the issued 
patent, would rid the system of the whole shameful inter
ference situation.

4.

P resen t law s an d  p rac tice  d iscrim inate  ag a in st th e  in
ventor of m ilita ry  w eapons a n d  constitu te  to  th a t  ex ten t 
a  bu rden  upon  th e  w a r effort.

During World War I it was found necessary to relieve 
government suppliers from liability to an infringement
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injunction, in order that the supply of munitions and mili
tary machines might not be impeded. In lieu of a right 
of action against the supplier, the patent owner was given 
a right to sue the Government in the Court of Claims for 
recovery of the same damages he might have recovered 
against the infringing supplier. In effect the Government 
interposed its own credit as a shield for its supplier, as a 
war measure. This law is still in force and its principle 
is sound.

In practice, however, the inventor’s remedy in the Court 
of Claims has turned out to be a seriously inadequate 
substitute. This is so because of the slow and ponderous 
procedure in that tribunal when called upon to determine 
a “ heavy” case (as nearly every patent case is). Insofar 
as speedy determination is an ingredient of the adminis
tration of justice, the Court of Claims is deficient in ability 
to administer justice in a “ heavy” case. The trouble lies 
in its organic statute and rules of practice which in main 
outlines date back to the last century, and give to the Court 
of Claims the unique distinction of being the only remain
ing tribunal in the federal system whose procedure remains 
about as it was before any of the modern procedural re
forms were introduced.

The Court of Claims is a tribunal made up of five judges 
of whom three must concur in every decision except inter
locutory matters. Being thus necessarily a hanque court, 
there has been established for “ heavy” cases a system of 
hearing commissioners, analogous to standing masters, to 
whom cases are referred for the hearing of witnesses and 
the filing of an advisory report. Every case ultimately 
comes on for “ trial” before the full bench, on a printed 
record, typewritten evidence, exhibits, commissioner’s re
port, proposed findings offered by each side and objections 
thereto, requested additional findings and objections there
to, and briefs. The procedure in some ways resembles the 
old federal equity practice prior to the reforms of 1912.
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It is interminably slow. The Court of Claims is still work
ing on patent claims arising out of World War I.

The procedure is more expensive than in other federal 
courts, and a winning claimant cannot recover costs. To 
begin a case in the Court of Claims a plaintiff must file 
35 printed copies of his petition. Exceptions to a commis
sioner’s report, requests to the full bench for special find
ings, briefs to the full bench and motions above 4 pages in 
length, must all be filed in 35 printed copies. The only 
exception is that, by leave of court, briefs and requests for 
findings may be filed in the form of “ 10 original type
written copies . . . and 3 legible carbon copies ’ ’—scarcely 
an economical alternative to printing.

This procedure is not adapted to achieve speedy dis
position of causes. Rather it is calculated to afford a 
negligently-represented defendant every possible protec
tion against being overreached. If the defendant forgets 
to file an answer, the case is at issue anyway; time to 
answer or move, or for the plaintiff to file a reply, is 
40 days as compared with 20 in other federal courts. The 
machinery for obtaining discovery from government de
partments is cumbrous and limited, and far less effective 
than in the federal district courts. Hearings before com
missioners, being held at the convenience of counsel, wit
nesses and the commissioner himself, tend to become unduly 
protracted and are in strong contrast to federal court trials 
where everyone must be ready when a case is called for 
trial and the decision is apt to be rendered as soon as the 
case is summed up. Before a commissioner in the Court 
of Claims, when both sides rest, there are then weary stages 
of proposed findings to be submitted by each side, written 
exceptions thereto and briefs, and in the end the commis
sioner decides nothing but merely files an advisory report. 
Before the full bench much of this elaborate paper work 
is repeated, but in printed form. After decision, while the 
claimant may move for a new trial only on grounds good 
at common law, the defendant may do so at any time dur-
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ing two years after judgment, without showing diligence 
and even though its new evidence be merely cumulative.

This court will be the great patent tribunal of post-war 
reconstruction years. Industry is now turning to war pro
duction with all the energy of which k  is capable. A grow
ing percentage of all patent infringements today are being 
committed by government suppliers and their subcontrac
tors, as industry swings more and more to a war economy. 
These liabilities are, practically speaking, not going to be 
actionable till the war is over. Then they will burst on 
the Court of Claims in a torrent of litigation such as that' 
court has never seen before. Every patent lawyer who 
has practiced in that court knows its present statutes and. 
rules give faint assurance of efficient handling of this' 
coming flood of patent litigation. And military inventors 
are beginning to realize that, while Uncle Sam badly wants 
military inventions now, he is going to be a tough customer 
indeed when it comes to payment, for no government officer 
can settle a tort claim against the Government and Govern
ment’s counsel will have no alternative but to fight each 
patent claim to the end and a big staff of lawyers is going 
to be on hand after the war for just that purpose.

The coming dependence of military and other inventors 
upon the Court of Claims for determination of their rights 
and rewards, and the failure of that court’s past record 
to show that it can adequately discharge that burden with
out drastic revision of its basic statute and its rules of 
practice, suggest that it is within the province of the Patent 
Planning Commission to undertake a study of that court’s
scheme of organization, with a view to formulating pro
posals for (a) recasting the Court of Claims into a trial 
court and an appellate bench, (b) making the new federal 
rules of civil procedure applicable to it, (c) giving the 
federal district courts concurrent jurisdiction in small
patent claims for a limited post-war period, or (d) trans
ferring the Court of Claims ’ jurisdiction over patent claims 
to the District Court for the District of Columbia. While
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bench and bar of the Court of Claims can no doubt give 
much aid in the consideration of this problem, it is im
portant to bear in mind that that court is soon to assume 
new responsibilities toward the patent system and that its 
internal organization and procedure require special study 
from the point of view of its competence to discharge that 
particular duty.

As inventors and researchers engaged in the present 
war effort come to realize the inadequate provisions which 
now exist for determining whether and how much they 
shall be paid, and the fact that they may all be dead before 
any money is likely to come their way, there is certain to 
be an upsurge of public protest as the situation comes to 
be generally understood. Soldiers of this war will get 
their bonuses; common fairness calls at least for creating 
efficient procedure whereby those who invent the war 
machines can obtain due compensation at a reasonably 
early time. It is not too soon to set about rectifying the 
matter.

New York, N. Y., March 26, 1942

23


