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SOME STRAY THOUGHTS OF A FEDERAL JUDGE
ON OUR PATENT SYSTEM AND ITS
OPERATION#*

Mr. Parmelee,
Members of the Patent Law Association of Pittsburgh
and Guests—

I regretfully announce that what I have to say has
been reduced to writing. I have done so only because
I thus proceed more rapidly. Your time and leisure are

involved. I have some ideas about the patent system -

and patent practice which I wish to state—I shall speak
in a somewhat old role, as an advocate.

My desire is to provoke thought. I do not ask nor
expect entire agreement from you. If I can awaken
thought which will later lead to discussion, I will be sat-
isfied. And I am indifferent whether your reaction be
partially or wholly dissentious or assentatious.

I am informed that there are attorneys present to-
night who do not qualify as patent lawyers. I hope so.
They are general practitioners who do not specialize in
any particular field. I once belonged to that group. We
were, to state it meditatively, lawyers who worked for
our living. I am glad you are here because I am less
awed, less scared, to speak to a group of specialists with
you running interference.

This fall I joined in a request that the Wisconsin
Bar Association create a patent committee, which has
been done. I urged there and I urge here, the Patent
Bar to include the general practitioner on its more im-

* A paper delivered by the Honorable Evan A. Evans of the Seventh
Circuit Court of Appeals to the Pittsburgh Patent Law Association

December 13, 1944.
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portant meetings. Both of you have lost by too much
isolationism. You have not sufficiently collaborated.
Not only have you been the losers of business, to say
nothing of the fees, which used to interest lawyers as I
remember, but the public has lost its most informative
interpreter in the person of the general lawyer. More-
over, the Patent Bar has lost the liberalizing influence
of a body who are nearer to the general public and who
better understand the reasons for the hostility and criti-
cisms' which have gathered and are gathering in ever
darker clouds on the Patént Bar’s horizon. This hostile
tendency, which has grown during the past decade in
some quarters, may presage high winds and devastating
downpours for the members of the Patent profession.

Someone must carry the message to Garcia. If in-
formed and convinced that the cause is just, the Patent
Bar can find no ally so effective as the general practi-
tioner. As the situation exists today, I doubt if the gen-
eral practitioner has any interest in, or is sympathetic
to, the cause, the dilemma, or the appeal of the patent
profession. I fear the Patent Bar Associations have
been too independent. You have not given ‘adequate
consideration to the public. Yours, to be frank, could
hardly be called an altruistic organization.

I am a firm believer in the patent system. I believe
it has worked to the Nation’s benefit in the past. It may
have been, and perhaps is today, abused. But its bene-
fits heavily outweigh its disadvantages.

Three distinct and disassociated reasons I advance
for this conclusion.

In my opinion the policy of rewarding the inventor
and the discoverer has resulted in an increase in inven-
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tions and discoveries which have improved living condi-
tions among, and promoted the health of, the American
people. Iam not prepared to say that the patent system
has been the sole, nor even the major, cause of the devel-
opment of those ‘inventive qualities of which we, as a
people, so frequently and proudly boast. I feel certain,
however, it has contributed materially, and has pro-
moted inventions and discoveries of great value to hu-
manity.

That inventions and discoveries of the patentable

" class are beneficial to mankind is, I take it, not debatable.

This being so, it follows that any influence which pro-
motes the play of inventive qualities and acts as an in-
centive thereto, is desirable.

My second conclusion is that the patent system has
made it possible for us to compete in the markets of the
world, notwithstanding the cheap labor of foreign coun-
tries. And this has been accomplished without sacrific-
ing our high standards of living. In fact, we have been
able to meet the competition of cheap foreign labor suc-
cessfully and at the same time, increase our demand for
gkilled labor at home. We have actually raised the
standard of living in the United States.

So believing, I find it hard, in fact impossible, to
avoid the conclusion that without the advantage of in-
ventions and discoveries, we would fail to successfully
meet the competition of cheap labor in the foreign mar-
kets. We would either lose the business or be compelled
to reduce the wages of our laborers.

If foreign trade be essential to our continuing pros-
perity, and I believe it is, then we must meet cheap labor
competition. This we can do, successfully, with our only
weapon—invention, which in the last analysis means
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ever-improving machinery and methods or processes of
manufacture.

Finally, and for a third reason, I favor the patent
system because it has helped us to successfully wage
this war. This last reason has not heretofore been a
considered influence in my appraisal of the advantages
of our patent system. Today, however, it assumes its
position as a powerful and persuasive reason for my de-
liberate judgment. '

~

The evidence, it seems to me, pays overwhelming
tribute to the inventive qualities of our people. Our
mastery, in this war,—on sea, in the air, and on the land,
—all bear the mark of this creative, inventive ability. In
the factory, in the shop, on battleship, in airplanes and
in those characteristics displayed by our citizen soldiers
when confronted by new and baffling obstacles, it ap-
pears. This evidence is overwhelming. In fact, it is con-
clusive. This phase of our study could legitimately
cover a series of lectures or a whole volume. I will not
undertake to cover it this evening.

In the last analysis we must, each for ourselves,
weigh the evidence and make conclusions therefrom, and
decide whether our successful war activities may be
traced directly, in part at least, to our inventions and
discoveries. We may disagree, as to the extent they
have so contributed. But that they have been a factor,
and no small factor, in bringing about this result, I be-
lieve, and shall assume, all intelligent Americans so be-
lieve. In other words, the inventive qualities and traits
of our people, encouraged for over a century by our pat-
ent laws, may well point with something more than pride
to their part of our success in'this war’s efforts.

’
)

Some years ago and shortly before the First War, 1
had posed to me a few questions over which I long pon-
dered. Their answer confirms the conclusion I have just
expressed.

I was asked, “What three countries have, in the last
centuty, made the greatest advance in sciences, in the
arts, and in commerce?” Unhesitatingly I answered,
“The United States, England, and Germany.” All of you
agree with me,—do you not? '

Then came the second question,—“In what coun-
tries of the world have thoroughly developed patent sys-
tems been established?” Again, the answer, “United
States, England, and Germany.” What deductions must
we draw from these cold facts of history.

Since then we have been through a World War—a
world trade crash, and the boundaries of many countries
have been changed. We are in the midst of a second
war. Yet it is interesting to ask and answer the next set
of questions. “What six countries are the most back-
ward in science, in the arts, and in commerce?”’ Then
add this further query, “Has any one of them a patent
system?” “Does any one of them in any way encourage
the inventor or discoverer for what he has done for the
people of his country?” History answers, “NONE.”

I want you to ponder over these questions and the
answers you make to them.

Should we attribute the advance or the failure to
advance to causes other than to the presence or absence
of patent laws? Answer. I think we might. We must
recognize the peoples theniselves, their history, their
traits—all their background—are involved in the correct
answer to this query. Yet conceding that the patent
system is not entitled to all the credit, can we deny to it
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a fair share in the results which so outstandingly ap-
pear? In the face of such overwhelming evidence, we
might as well deny the advantages of education itself.

Why then, you may ask, are you talking about our
patent system? Does it need improvement? Change?

I have given the foregoing reasons only to justify
the conclusion that the system should be retained. It by
no means follows that because a system is fundamen-
tally sound and highly desirable, it could not, or should
not, be improved. I think our patent system may be im-
proved, and I now approach proposed changes, which is
the heart of this discussion.

I believe the substantive patent law can be strength-
ened and improved in several respects. I will speak of
two.

The law should be made clear, by amendments to
the statute, if necessary, that inventions resulting from
the efforts of more than one inventor should not fail of
patent protéction, other necessary facts appearing, sim-
ply because more than one person participated in their
production. I refer of course to the possible conse-
quences of the law as announced in the opinion of Judge
Arnold in Potts v. Coe, 140 F. 2d. 470.

Second, I believe that patents should reward the
efforts of discoverers who make discoveries which in
some courts fail because they are allegedly the discov-
eries of a law of nature. It is not that I believe the law,
as today prevailing, condemns all discoveries which may
be loosely called a law or principle of nature. But Ido
not believe our patent system will fulfill its purpose until
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and unless Congress expressly provides that discoverers,
like inventors, are entitled to patent protection, even
though their discovery is in the application of a law of
nature to a new use. - I would like to eliminate doubt.
Congress can settle the question. Congress has used the
words “invented or discovered” indicating they are not
synonymous. But it could put all doubt at rest. The
law should be amended so that all doubt is eliminated.

I will take up the first proposal.

In his opinion which represented the -united judg-
ment of three able judges, Judge Arnold said in Potts v.
Coe, supra:

«s # * patents are not intended as a reward
for a highly skilled scientist who completes the final
step in a technique, standing on the shoulders of
others who have gone before him. By the same
token they are not intended as a reward for the col-
lective achievement of a corporate research organi-
zation. Today routine experimentation in the great
corporate laboratories can produce results beyond
the imagination of twenty years ago. But such
contributions to industrial art are more often than
not the step by step progressof an entire group, not
the achievement of an individual. Such an advance
is the product not of inventive ability but of the
financial resources and organizing ability of those
who operate the laboratories.”

«x * = Thyg neither the result of great in-
dustry in experimental research nor the successful
product of a gradual process of experimentation
over a period is invention. Routineering, even by
the most highly trained specialists, step by step im-
provements, the carrying forward of a new and
more extended application of the art, are not in-
vention.” .

Keeping in mind that patents are not granted to re-
ward inventors or discoverers but solely to encourage
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efforts which will benefit mankind, it seems both strange
and illogical to approach the question as though only the
individual and a patent grant are involved. It is benefit
to the public that is the basis of patent grant legislation.
It should be repeated and emphasized that the theory of
our system whereby a Government patent is granted to
one who has produced a patentable invention is, for the
sole purpose of encouraging others to make contribu-
tions that the public may be benefited. The benefit to
humanity has always been the goal, the final objective,
of the patent system.

Alas, patent counsel have too. often stressed pat-
entee’s rights, their origin, their nature; they have
spoken only of patentee’s property interests in patent
grants, etc. That may be natural, and to an extent, is
supported by logical reasons. But counsel are speaking
to deaf ears when they talk only of patentee’s property
rights. All eyes are centered on the one great objective,
benefit to man which comes through encouragement to
those whose efforts benefited mankind.

So approached, why should the grant of a patent
depend upon whether: one individual brought it forth
alone, or two labored in the vineyard? The query should
be, What was accomplished? Just why should we close
our eyes to realities? I believe the most effective inven-
tions are today worked out in large groups. Both in
large laboratories and in universities is this work done.
Why should there be a distinction between individuals?
Should reward not follow benefits to mankind? In order
to avail himself of the patent laws, should one researcher
shut himself off from his fellow researchers? Shall each
researcher, working, say, in the cancer research labora-
tory, withhold from all others the result of his studies?
If so, then we have adopted a policy which discourages

and perhaps defeats what all agree is desirable, namely,
inventions and discoveries.

Are we interested in getting benefits for the public
or are we to split hairs over definitions of statutory
terms and hold only the lone worker shall be rewarded
for his contributions?

I can not believe that the spirit of our patent system
contemplates any such refinement of distinction. I do
not know whether the law as announced in this opinion
in the Potts case will become the law of the land. That
decision was pronounced by three judges who considered
the case carefully and had the benefit of a second argu-
ment. Judge Arnold is an outstanding, progressive-
minded jurist. The chances of its becoming the law of
the land are problematical. If it does receive acceptance
from the Supreme Court, then the hardest blow the pat-
ent system has received will have been struck.

Until it receives such approval I will continue to
believe, as I said in an opinion a few years back, when
endeavoring to justify the rejection of the flash of genius
test—“Our interest is in the child, not in how or where
it was born, or who were its parents.”

Because of the doubt as to the final outcome, I think
the law should be amended so as to make it clear that in-
ventions are not to be denied patentability because a
plurality of individuals participated in producing them.
The law should be amended so that any one of the pro-
ducers may file the application and provision should be
made for the hearing and disposition of disputes over
the contribution of each of the alleged collaborators.

I would even go further and allow the applications
to be sworn to by an assignee of the inventor, provided
he is a citizen of the United States.
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Laws of Nature. I now turn to the second matter
wherein the patent law might be improved. A decision
has recently been announced and quite as suddenly with-
drawn,—Vitamin Technologists v. Wisconsin Founda-
tion, which brings the question to a prominence that tol-
erates no avoidance. I refer to the ruling, quite old in
text and in the speech of thoughtless patent lawyers, but
0{11y when hard put in their efforts to defeat a notable
filscovery, which denied patents to patentable discover-
ies because, so it is said, the discovery was merely a new
application of an old law of nature. In the case of
Dennis v. Pitner, 106 F. 2d. 142, the court of which I am
a member, reached the conclusion opposite to that an-
nqunced in the Vitamin case. In our case the majority
opinion tried to lay down the rule which would grant
protection to that vast number of researchers who work
in the field of science, particularly chemistry, and are
constantly contributing to the benefit of man by discov-
eries which have been outstanding, and yet under the
rule announced in the Ninth Circuit, would be condemned

as unpatentable because they are but the adaptation of
a law of nature. :

I think I can state my position by quoting from our
opinion:
“Emphasis must be placed upon the words “in-

vented or discovered’—‘new and useful’—‘art, ma-
chine, manufacture, or composition of matter.’

“It is true that an old substance with newly dis-
covered qualities possessed those qualities before
the discovery was made. But it is a refinement of
distinction both illogical and unjustifiable and de-
structive of the laudable object of the statute to
award a patent to one who puts old ingredient A
with old ingredient B and produces a cure for ail-
ment C, and deny patent protection to one who dis-
covers that a simple and unadulterated or unmodi=
fied root or herb or a chemical has ingredients or
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health-giving qualities, hitherto unknown and un-
foreseen. .

«“# # * A chemist who had spent much time
and experimented long, found that high heat caused
the molecules of oil to crack or divide and a larger
amount of gasoline from a given amount. of crude
oil was obtainable. Another researcher was not
satisfied with the percentage or quality. He finally
experimented more and discovered that by heating
250 degrees higher the remaining crude oil would
crack again. Is he to be denied the protection which
the Congress intended he should receive because his
.discovery was merely that of a principle of nature?
Such was not the purpose or the plan of the Con-
gress that enacted the patent law in 1790.

“The statements, ‘The laws of nature,” ‘the
principles of nature,” ‘the fundamental truths,’ etc.,
are not patentable, have been oft repeated but sel-
dom understandingly used. They have led to mis-
understanding and much confusion, not limited to
members of the bar. In fact, the words ‘laws of
nature,’ ‘principles of nature,’ and ‘fundamental
truths’ are all words of broad and elastic meaning
and are frequently used carelessly and without any

* attempt at refined distinctions.

“In fact, they have not been legally defined or
defined with such accuracy as to permit of wide or
safe application. Like the term ‘aggregation’ they
have been invoked indiscriminately by members of
the patent bar to cover many kinds of defenses and
often when counsel are desperately searching for
even a paper defense. They are thus used as some-
what synonymous with ‘general principles.’

“Obviously, there are operations of the law of
nature which are not patentable. On the other hand,
there have been discoveries made in the scientific
field which in a sense are phenomena of old and well-
known products which cannot, have not, and never
will be properly described as laws or principles of
nature.”

I am not speaking of the outcome of the California
case nor of the insecticide case, but I do feel what I said
in the insecticide case represents the true spirit and pur-
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pose of our patent law. I would like to discuss the ques-
tion further, but I must proceed.

What I believe is necessary is this,—Make clearer
what was intended by Congress in the first instance
when it spoke of a person who had “invented or discov-
ered any new machine, new art, * * *” We should
recognize and emphasize the distinction between inven-
tion and discovery and give full effect to both. In other
words, doubt and uncertainty should be eliminated and
the reward which has for its object other inventions
should give full credit to the benefits which come from
discoveries. The word “discovered” should be given sig-
nificance equal to “invented.”

In concluding my observation on these two phases
of uncertain patent law, let me say again that two fatal
and effective blows will be struck at the patent system
as it exists today if the Potts v. Coe decision be the law,
and if scientists are denied patent protection when their
discoveries are a discovery of a new application of a law
of nature.

Congress should be asked to meet these holdings by
authorizing the grant of a patent to two or more who
make an outstanding discovery of immeasurable value
to society—under circumstances which, but for the said
rule, would be patentable. Second, the discovery of a
new use of an old principle, or law of nature, should be
entitled to patent protection as fully as if it were a new
combination of old elements.

- Thus far I trust I have your favorable reaction to
my recommendations.
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1 I now come to criticisms of the existing state of the
patent laws and practices thereunder, which you may
receive less favorably,—even with hostility. I shall
divide them into two groups. (1) Those that deal with
the substantive law. (2) Those that fall under the head
of practices.

Aliens. In the first named group I shall deal with
patents to aliens. Here I have two proposals.

I first suggest that no patent be granted to an alien
or the assignee of an alien.

If this be not accepted, I recommend that all patents
granted to aliens or their assignees shall be restricted
and limited as are patents granted under the patent laws
of the country of which the alien is a subject. For ex-
ample, English patent grants are not exclusive. Then,
too, they expire from a date marking the first applica-
tion in the United States or in England. They call for
renewal payments by the patentee, increasing each
period. Patents granted by the United States to sub-
jects of Great Britain should be limited likewise.

But I am opposed to granting patents to aliens or
their assignees altogether. I am opposed for two rea-
sons. First, a financial one. What value is an American
patent in any foreign country save England or the Brit-
ish Empire. Frankness must mark our discussions.
English courts we can rely on. But English royalties to
American patentees are small compared to the royalties
the Americans, who are luxury spenders, pay the Eng-
lish patentees.

In Frdnce, a patent is not worth the cost of acquir-
ing it. The French people-do not run to research. They
are not an inventive people. They have never enjoyed a
highly developed Patent System. Their judiciary does
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not arouse confidence. It is no exaggeration to say the rich .and ev.er.richer gold mine for German inventors
French Patent System has not been helpful, either to the  and industrialists for the past seventy-_ﬁ ve ¥ e?,rs. We
French or the foreign inventors. have created and developed German industries. We
have been exploited to the limit. Even under normal

For thirty years, patents to our inventors have been | conditions and before the First World War, a German
worthless in Germany. The German perverted sense of { patent on an American invention was not worth one dol-
justice is now applied to American patent holders in the ' lar to every hundred dollars the United States citizens
same manner as is practiced by them in other fields. The | paid the same German inventors on inventions protected
value of a patent in any foreign nation, and this applies i by American patents. I believe that royalties and profits
to the aliens’ United States patent, depends upon the paid by the United States citizens to the distributors of
integrity and character of the courts of that country. | Bayer’s Aspirin alone, were more than all the royalties
Justice in German courts is a mockery. ‘ and profits collected by American inventors from the

. German people for all times.
In considering the subject of patent ‘grants gener-

ally, I believe that granting patents to aliens violates | If we denied pa:tents t°_ aliens, then part of the
the purpose and the motives which prompted the Found- _ abuses of the much discussed, and mostly (fussed, cartels
ing Fathers when they provided for the reward of inven- g  wouldbe eliminated. Iam not here attacking all cartels.
tors and discoverers. I doubt if Congress in 1791 in- I am not prepared to say they .Sho}ﬂd all be condemn'ed.
tended to grant a thing so abhorrent as a monopoly, to On the other hand, I cannot Jusi':lfy .the abuses which
an alien. Here I admit I use the word “monopoly” have grown up under, or are an inevitable part of, the
loosely and as including monopoly breeding instrumen- operation of some ca.rte.ls. And of course, no one can
talities and also assume that away back in 1791 the §  deny that a good American paf:ent makes abuse f’f an
Americans were as hostile to monopolies as they are international cartel system possible or at least easier to
today or as they have been in our generation. ‘ effectuate and harder to avoid or overcome.

I also wish you to give serious consideration to still
a third proposal. I suggest that the United States exer-
cise its discretion as to patent grants when dealing with
different countries. For example, we might deal with.
England, Canada, Australia, and yet not with Germany.
Just why should we encourage Germany to rebuild its
war and other factories at our expense? That is what
we did from 1918 to 1940. And much of it was accom-
plished through royalties and other tributes on patents
granted by the United States to German scientists and
inventors. The United States patent system has been a
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Damages or Lost Profits. 1 favor the abolition of
the now in force law of damages, which include lost
profits. The rule holding an infringer liable as a trustee
ex maleficio, may be theoretically sound. But it is not
workable nor practicable and is used by plaintiffs and
their counsel to beat and bludgeon a.competitor until he,
or it, be exterminated. It is not damages that is sought,
but the extermination of a competitor.

Damages should be limited to reasonable royalties,
with exemplary damages up to three times actual dam-




ages where infringement is wilful: Also, offiters and

directors may be liable for exemplary.as well'as for corh-

pensatory damages, if infringenient be wilful and
deliberate.

+

References. As an auxiliary of this same recom-
mendation, I believe references to masters should be
abolished. In fact, I would not permit references to mas-
ters either for trial of the merit issues or on accounting,
in a patent suit, and I would require the district judge,
in addition to making findings, to briefly state his rea-
sons for his decision. This may require more judges.
What if it does? Whatever the conseguences, I would
not permit references to masters in patent suits. Of
course, the law does not, in my opinion, now permit ref-
erences save on the accounting issues. Alas, the law is
not followed.

I cannot believe that a master who comes into the
case to hear the accounting knows as much as the judge
about the value, the merits, or the scope of the patent.
He cannot therefore perform his duties with the same
ability as the judge who heard the suit.

But there is another reason why we should.avoid
references. It is a practice of too many of the patent
bar to which I now refer. You toy with the masters.
Hearings which I believe could and would be completed
in less than a week, by the court, take months.

The master too often gives you too much rope. You
roam about in too large a circle. The result—delay and
increased costs. No other litigation is so long drawn
out or so expensive. But there comes a time when the
master no longer toys with you. That is when he pre-
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sents his bill for services,—when he adds the bill for his

stenographer. The shoe is then on the other foot.

Recently I had a complaint referred to me. It was
in a patent accounting. Complaint had been first made
to Congress. A reference to a master was made by a
judge long since dead. The accounting before this mas-
ter had been going on for eleven and a half years. Only
one side had been heard, yet counsel assured me that
they had been diligent. The investigation led to a clos-
ing of the master’s hearing. His fees were $101,000, be-
sides stenographer’s charges.

References in all patent suits should be abolished.
Recovery of lost profits should be out. Only damages,
measured by reasonable royalties should be recoverable.
Treble damages should be recoverable where exemplary
damages are allowed.

Decloratory Degrees. As a corollary to the last
contention, I would widen the field which permits suits
for declaratory decrees—so that one who in good faith
believes the patent to be invalid, may have the question
litigated without being destroyed by the fire which his
infringements kindle. He should be permitted to join
adversely interested parties as defendants, and avoid
a multiplicity of suits. ,

Exclusive Grants. 1 believe all patent licenses
should be exclusive for five years and thereafter, non-
exclusive. In other words, anyone desiring a license
after the patent has been issued five years shall be en-
titled to a license if he shows to a department to be cre-
ated in the Patent Office, that he is financially responsi-
ble, will give a bond to pay royalties, which shall be then
fixed by the Patent Office. As a matter of fact, I do not

17
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believe terms or contests will be many if the statute be
enacted. But the non-exclusive feature is the important
change—the debatable issue. Whether the exclusive

priod should not be six years inste ;
of debate. Y ad of five, is a matter

Pro.ceedings in Patent Office. I recommend that pat-
ent applications and proceedings in the Patent Office be
open .to the public. All hearings shall be public. M
idea is that we will thereby perhaps avoid some (;f thz

scandals and some of the delays now so common in inter-
ference proceedings.

- .S.ecret hearings are contrary to our conception of
Judicial proceedings. All judicial hearings are public
Patent proceedings are quasi-judicial. Why permit coun-.
sel to collaborate with the judge or the examiner? . A

judge. wouldn’t stand for it. Why should the patent
examiner be compelled to do so?

There may be reasons why the bresent system of
secrecy should be maintained, which are unknown to me
It seems to me, however, that the objections are base(i
on the assumption that competitors lack ethical ideals
and can’t be trusted. If proceedings are public, some
one may steal the inventions. In other words, b1;siness
stoops to theft of a competitor’s business without embar-
rassment or humiliation. I do not believe it.

Two reasons favoring this change strongly appeal.

I.t is abhorrent to think of an applicant meeting the
exam%ner, the judge, in private, not once, but on many
occas1or.13, regarding a patent sought by the solicitor
T1.1e solicitor is armed with all the facts: the exa.miner.
with only the prior art as disclosed in the Patent Oﬂice:

18

And it is conceding much to say he is familiar with all
this art. There is a limit to his resistance apparently.
No record is made of what representations the better in-
formed solicitor makes.

My second reason is to be found in the actual re-
sults. Out of 100,000 patents issued, what per cent do
you believe have invalid claims in them? If I were to
take a vote here tonight, what do you think would be the
percent? 50%? More? Yes, more than 50%.

And why the numberless claims? Good ones, there
may be in the lot, but why the half dozen other ones
which you never include in any suit brought on the pat-
ent? How did they get in?

You have studied the file wrapper in hundreds of
cases to my one. Yet, I have read enough to know that
in nearly all applications, the proceedings are the same.
Application filed. Objections and Rejections by exami-
ners. Reassertions by Applicant. Denial by Examiner.
Private hearing by Solicitor and Examiner. Changes in
application. Allowance by Examiner. Patent issues.

My friends, say what we will, concede honesty and
integrity,—the great weakness in our patent system is
in the soliciting end of it. It’s tedious work. It's trying.
For many reasons, one of which is because it’s tiresome
and tedious, the drafting of applications is performed by
the youngsters, the clerks, the inexperienced in the office.
Caution controls them. They put in every imaginable
claim—“including the overly broad claims and narrow
claims of no value.” The one unforgivable error ap-
parently is “omission.” So, draw broad claims—also,
draw specific claims. Draw one or two that define the
invention—but whatever you do, omit nothing. Play
safe. Hang to a broad claim like a puppy to a root.

19

T

i e T

o




LT e R S

St B T AT H T

1

T e et I ere et
oo w2 iane e

Tt o g emepm e e o R R e T S T

e 2T Rk

Am I right? Or do I speak as an uninformed inexperi-
enced observer?

I much admire the quality necessary to make a good
patent lawyer. Accuracy of diction rather than a ready
vocabulary; refinement of distinctions,—emphasis on
details,—understanding and mastery of the specific fac-
tual situation—rather than expertness in generalities
and prolificity. These are the qualities I refer to. De-
velc'>p-ment along these lines constitutes a wonderful
training. You in the patent field are to be congratulated
upon being in a practice where such training is so rich.
I believe no thinker, writer or speaker ever attained en-
during greatness without acquiring an accurate vocab-
ulary of needful size. A ready vocabulary is desirable,

but it is inconsequential as compared to an accurate
vocabulary.

In conclusion, let me summarize my views: The
practice of soliciting is not working satisfactorily. Too
many void patents are issued. It costs too much to get a
patent. Far too many patents, possibly valid as to some
claims, contain others which are not valid. These are
used illegitimately, through threats, by patentee or
assignee to belabor a competitor. In so doing, business
is hurt. Commerce is obstructed, not advanced.

Before leaving the suggestions which I have made,
I wish to return to two of them: the one which would bar
patents to aliens and the other which would restrict ex-
clusive control by patentee to five years. Both of these
proposals call for radical changes in existing laws. I
recognized that both are debatable and arguments are
not all on one side. In both proposals final judgment
must turn on whether the pro arguments, the advan-
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tages, outweigh the arguments against the change, the
disadvantageés.

As to the proposal to bar patents to aliens, I am
conscious of the fact that my glasses may be colored.
The way Germany has trifled with us, aye, deceived us,
rankles deep in my soul. To be ridiculed and exploited
by a powerful government because we trusted them too
much, had faith in their protestations of honesty and
good faith, galls me. To learn that we were the victim
of misplaced charity and to find a powerful twentieth
century Government had adopted a policy which as a
basis, asserts,—In International relations sentiment has
no place,—only self-interest, the use of might as the
sole test of rights,—aroused my deepest indignation. I
admit it deepens the color of my glasses and hardens my
prejudices.

Yet I am reassured somewha.t.by the fact that be-
fore this last war with Germany, I had reached the same
conclusion. An agreement whereby we grant patents to
aliens in exchange for their granting patents to Ameri-
cans is a one-sided agreement. As a business proposi-
tion, it can not be justified. For us to give a hundred
dollars in exchange for one dollar is not characteristic
of Yankee shrewdness. Nor can it be sustained on the
basis that it is promotive of inventions, the cause of com-
merce, or the dissemination of scientific information.
And finally, weighing heavily is the fact foreign patents
make possible the use of a monopely-breeding instru-
mentality which may be and has been used to hamstring
the United States, even in war.

As to the five year period of exclusiveness, again I
admit the arguments are not conclusive or all on one
gide. It is again a case of weighing benefits against
evils.
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It must be admitted that it takes time to get a new
product or process into production. It also requires cap-
ital. Exclusiveness supplies some incentive to the inves-
tor. Some inventions may be refused recognition be-
cause five years is insufficient to justify capital invest-
ment. Then, too, we must appraise the possible effect
of a patent grant as an incentive to competitors.

Against the argument that the five year exclusive
proposal is inadequate, I offer the experiences of Eng-
land and Canada. The avoidance of payment of royal-
ties is a-substantial inducement to new inventions in and
of itself.

Five years is quite a time for the new industry to
get under way with the new product. The advantages
which come to one with a five years’ exclusive privilege,
are substantial. Although the objections which may be
advanced are by no means paper or imaginary ones, I am
convinced the advantages are greater than the disadvan-
tages.

Moreover, may I also say to you who are confronted
by the attack on the patent system as a whole, perhaps
you better give more heed to the objections of your foes.
They assert that the seventeen year exclusive feature
has possibilities which have proven to be realities, and
that the exclusive grant for seventeen years has proven
in many instances to carry too many monopoly breeding
qualities to meet approval.

It’s never wise to belittle an opponent or his argu-
ment.. Opponents of the patent system may be property
destroying radicals. If so it’s better to study how to
meet their objections than to call them reds and crack-
pots.
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I come at last to my final observations. I hear your
sigh of relief.

What does it all mean? Is it worth the fiddler’s
price? How are corrections to be brought about?

These are days when panaceas abound. No one is
so insignificant but that he has not a remedy or a pro-
gram. All that is needed is a radio and a sponsor; or a
column and a newspaper. Prophets all—the post war
problems are already solved.

Well, I am one .of them. Only I have no sponsor,
no newspaper. I have, however, a cure all. Itisa pana-
cea, and it costs nothing.

It merely calls for one thing,—greater ihdividual
integrity on the part of each of us. Instead of curing
evils in some other fellow’s business, ranting about the
Government’s mistakes, heaping abuse upon the evils we
see in everybody but ourselves, let each check his own
practice and living. Let each individual practice in his
own living, greater integrity.

Applying this specifically to patent attorneys and
courts hearing patent litigation, how about it?

We need, perhaps, a more specific code of ethics for
the Patent Bar. Or, should I say we need stricter ad-
herence by the patent lawyers to the written and un-
written code of ethics which we profess. And, I may add
—more and closer study of patent cases by Federal
judges. Yes, by judges upstairs and downstairs, and
also by us who occupy the middle apartment. A little
more friendly open-minded approach at the top would
be appreciated and is needed. Nor would a little more
humility on the part of judges when passing on the pat-
entable nature of the invention, be amiss. What is €asy,
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and only the work of a mechanic when viewed from the

rear, may not have been so self-evident when it was done
for the first time. .

Pferhaps a few plain spoken, frank words, not high
sounding words of laudation,—not perhaps the proper
word of a guest to a host,—but a word of truth,—should
be by me spoken.

In the past few years, in nearly every Federal courtj
tl}e practices of some patent lawyers have smelled tc;
high heaven. The story of the Universal Oil Company
cases is rotten. It stinks. The stench arising from the
Glass cases recently before the Supreme Court and the
Third Circuit would drive a starving bear from the
garbage barrel.

. Are the members of the patent bar indifferent to
tpelr reputation? Of course, you are not. The revela-
tions of these cases, I am sure, shocked you quite as
much as they did me. The vast majority of the Patent
Bar have the same high ethical ideals which prevail
?Lmong all citizens whether lawyers or laymen. But alas
In your midst, there are vultures, aye, Wolves in sheep’s:
clothing. Often, they are your clients.

In the “Foreword” to Otto Barnett’s book, I said
“It is only because human nature is weak and ,the lusiz.
for 'proﬁt is strong that legislation like the Sherman
A1.1t1-Trust law exists. There can be no legislative sub-
stitute however, for ethical ideals and practices of coun-
sel.” Irepeat those words. “There can be no legislative
substitute for ethical ideals and practices of counsel.”
Th?re can be no criminal statute or prohibitory statute
which will be as powerful or as effective as advice of
counsel which is pure, ethically, and sound, legally. The
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size of the stakes, often enormous in patent litigation,
cannot be permitted to change the code of ethics—nor
should the amount involved, weigh ohe tittle, when it
comes to bringing the offender to justice.

My friends, if the Patent Bar does not clean house,
if it does not drive out the lawless wolves, if it does not
help send clients, to a place too long evaded, namely, to
jail, when they bribe witnesses, corrupt courts, buy off
counsel and competitors, someone is going to clean house
for it.

The Patent Bar Association must stand up and be
counted. Either you countenance this conduct or you
oppose it. If you postpone the hou_seéleaning too long,
an enraged and outraged public will do it for you. And,
if the critics of the patent system act, they may repeal
the patent laws altogether or so impair them that they
will be impotent.

One thing is certain. Someone is going to remove
‘the stinking, ulcerous sore in the patent system which is
gnawing at its vitals. Either the Patent Bar cleans it
up, or it must suffer the consequences.

The responsibility of the patent lawyers to society
is a heavy one. You are, in a sense, the trustees upon
whom rest two great obligations—one to clean your
house and keep it free of the influence of those who view
patents solely from a commercial viewpoint — handle
them as a piece of property to be exhibited—with the
public’s role limited to paying the bills.

The second, the greater responsibility, and surely
the more pleasant task, is that of carrying to the public
the cause of the inventor;—better said, the cause of in-
vention—the cause of advance in civilization. As the
unpaid and unofficial ambassadors of the present and
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future inventors and discoverers of the nation, you are
the spokesmen of these forward looking men, the stu-
dents, the researchers, aye, perhaps the dreamers of our
people. These researchers are not geniuses. Nor are
they experienced in business and legal practices. They
rise above the common herd only because of their ca-
pacities—‘“capacity for taking pains, capacity for long
and studied experimentation with eyes that see, capacity
for long continuous mental concentration with an objec-
tive clearly in view,—capacity for keeping alive, hopes,
undimmed by failures; and capacity for originality and
creativeness.” The faith of the promise “Seek and ye
shall find” is theirs, — generally, realized through the
sweat of much trial and much error—seldom through a
scintillating flash of genius. In their life, “seek” is em-
phasized as their “key to success.”

They ask that they be judged by their work. And
they ask merely that their said work be judged by one
query—did the result of my labors, did this new thing I
produced, alleviate suffering among our people, make
life more livable and happy, or bring comforts,—once
luxuries—within the ever-increasing number of our peo-

ple? Surely, the presentation of their cause should be
a labor of love.

But this worthy cause must be accompanied by
clean practices. Worthy causes often fail through foul
practices by those who should be protectors of the cause.
The two missions go together. They rise together—and
perhaps fall together. They cannot be separated.

The new thing, the invention or discovery, needs the
aid of capital. Standing alone it dies a bornin’. The
play of capital, the application of the commercial prac-
tices to its creation and developmerit, in many instances,
outweigh in importance the contribution of the inventor.
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That’s a part, a great part, of the patent system. TI.IG
creation of new industries, the employment of labor in
new fields,—your story here outfables fairylore. '.l‘ell
it also to the lay public. There will be understandlflg.
But bear this in mind. Acceptance of your pre.achmg
will take place only if your background is cleal.l-—-lf your
house of worship is free of money changers—in a word,

if it’s in order.

Inventors are futurists. They are forecasters, in a
sense prophets. Their products affect the future. The.y
live in expectancy. Hope constitutes the essence of their
thoughts and their lives. Ina word, they are dreamers.

If their dreams come true, they immediately become
heroes,—they are heralded as realists. They are ca.lled
names like these—great industrialists, solid cap11.;ahsts.
If their inventions fail,—become just another piece of
junk, gone to waste,—they are included in t.ha.t group,
called crackpots. Crackpots,—a name tha'? is about as
descriptive as Isolationists, Reds, Communists, and Re-
actionaries. In this role they are the object of uncom-
plimentary and sarcastic observations by those who
never dream, never embark on uncertain ventures, never
try to pierce the secrets of the future. The crackpots
are anathematized by men who are unconcerned about

the lot of coming generations.

Between these two groups there is ever an irrepres-
gible conflict. The theorists and the realists; the finan-
cial failures and the financial successes. Between thP:m
there is no wasted sympathy; jnstead there is undis-
guised contempt, each for the other.

You members of the Patent Bar, are gort of in be-
tween these categories of humans. You must serve both
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and at the same time. You should, when it comes to the
practices of your professions, adopt. the standards of the
idealist. In appraising inventions or when receiving
orders, just as orders are given to hired men by big man-
ufacturing clients, you can assert your independence,
take your seat in the saddle and take a look at the future.
You can and should say, my duty is to you, Mr. Manufac-
turer, to you, Mr. Inventor, and also to the Public. To
the Public, yes, to the Public, whose use of the patented
products alone makes the patents valuable although at
the same time the public is the beneficiary of the gift
which attends the use of the invention.

And to the inventor, who is absorbed in his inven-
tion and impatient over his share of the rewards, you
can listen with a patient and sympathetic ear. But when
it comes to advice, you must clearly and firmly tell him
that without capital and without the public, his patent
would not be worth the paper it is written on, to say
nothing of the big seal and the piece of colorful ribbon
which go with it. Yours in a word, is a job which calls
for the combined qualities of the futurist, the realist,
and the statesman. Have you, my friends, fully under-
stood or met the requirements of the last named charac-
ter, the statesman? )

, To be—or not to be—that is the question. Shall the

‘patent system survive and continue to bless our people‘?

Or, shall we let it die, the victim of grasping, lustful man

‘whose love of wealth,—material wealth,—caused him to

kill a system whose spiritual richness outweighed all his
gold?

I ask you, who are the heart of this system, which
shall it be? Live or die? Which? Which?
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