thereunder, or the geographical area within which he may produce or
sell such article. There should be a further prohibition against any
other restriction which would tend substantially to lessen competition
or to create a'monopoly, unless such .restriction is necessary to promote
the progress of science and the useful arts.
[Approved without objection.]
(o) Recording of transfers and agreements.—W e recommend that
any sale, license, assigftrheht, or- other disposition of any patent be
evidenced by an instrument in writing and that the same be required
of any condition, agreement, or understanding relating to any sale
or disposition of any such patent, and that in any such case a copy of
such written instrument be filed with the Federal Trade Commission
within 30 days after, execution. There should, of course, be a sub
stantial monetary penalty for failure to file as required.
[Approved without objection.]
(d) Limitation on suits for infringement.—In order to prevent the
use of litigation as a weapon of business aggression rather than as an
instrument for adjudicating honest disputes, we recommend legislation
which will provide that no action, based upon a charge of infringe
ment of any patent, whether for damages, for an injunction, or for
any other relief shall be permitted against any licensee under a patent
or against any purchaser or licensee or any article unless the plaintiff
has previously secured a judgment against the grantor of the license
or the manufacturer of the article for infringement in connection with
the granting of such license or the sale of such article.
[Approved without, objection.]
(e) Forfeiture of patent for violation.—If any person who owns
any interest in or right under a patent violates any of the prohibi
tions described in paragraphs (a) and fb) above, his interest therein
should be forfeited, such forfeiture to be brought about in a civil
action against such person by the United States. Any patent or
interest therein so forfeited should become a part of the public
domain.
[Approved. Dissenting: Taylor.]
(/) Single Court of Patent Appeals.—In order to improve the
existing mechanism for the issuance of patents and the determination
of disputes relating thereto, we recommend the creation of a single
Court of Patent Appeals with jurisdiction co-extensive with the
United States and its territories. Such a court would replace the
present 11 different and independent jurisdictions and should do
much to assure uniform treatment of patents and to reduce the time
and cost of patent litigation.
[Approved without objection.]
fg ) Limitation on period of patent monopoly.—The life of a patent
should be so limited that it will expire not more than 20 years
from the date of the filing of the application, thus obviating the
possibility of prolonging the patent monopoly by keeping an appli
cation pending in the Patqnt Office a long time. This would mean
that if an application were ke^t pending in the Patent Office for more
than 3 years, the 17-year term of the patent granted would be to that
extent decreased.
[Approved without objection.]
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In Mwncie v. Outboard, 315 U. S. 681, 62 S, Ct. 865,
decided March 30, 1942, the Supreme Court held invalid
claims 11,12,13 and 14 of patent No. 1,716,962 to John
son for an outboard motor. These were the only claims
of that patent in suit. Unfortunately the opinion ap
pears to be susceptible of different interpretations
concerning the ground bn which invalidity was found.
One view is that it was found on the ground of intro
duction of new matter more than two years after public
use of outboard motors defined by the claims in suit,
while another view is that it was found solely upon the
ground that the invention of the claims in suit was first
assefted in the Johnson application more than two years
after public prior use.
In support of the first pf these grounds, namely,
that of new matter, I have read a carefully prepared
opinion by a capable mature patent attorney in which
he said:
“The foundation for the Muncie decision was pri
marily the presence of new matter in the claims
there considered.”
*

*

*

*

*

*

*

“The Court very properly found the claims to be
invalid, because they were for new matter which
did not have the benefit of the original filing date.”
*
*
*
*
*
*
*
“The ultimate ground for the Muncie decision was
the presence of new matter and not the public use.”'
Fully recognizing that there is support for this view,,
I nevertheless believe .that the four claims in suit were
held invalid solely on the ground that the invention they
1

define was first asserted in the Johnson patent applica
tion more than two years after public use. I have
Reached this conclusion upon a study of the patent, its
file history, the Supreme Court’s opinion, the petition for
a writ of certiorari, and the main and reply briefs of
both parties before the Supreme Court,
Before discussing details that seem essential to a
consideration of the question^ it may be helpful to out
line the general situation that was before the Supreme
Court. About two and one-half years after Johnson
filed his patent application the specification was amend
ed and claims were added. Some, but not all of the new
claims, included certain limitations found only in the
new descriptive matter. Prior to this amendment John
son asserted a certain invention based upon a combina
tion of elements, the critical ones of which were omit
ted from the new claims; and with reference to the
new claims Johnson asserted an invention which was
not asserted originally nor during the early prosecution
of the application. The claims for tlxe originally
asserted invention emphasized, primarily, what is des
ignated as a “defiecting plate,” while those presented by
the amendment emphasized, primarily, the relationship
between the shape of the submerged drive housing and
ah “anti-cavitation plate.” All four of the claims iti
suit, except for inconsequential amendments. to them,
were entered by the amendment in question.
Although the specification was amended during the
prosecution of the patent application, the drawing was
not. Accordingly the Supreme Court was correct in
stating, as it did at page 866*, that:
“The single sheet of drawing accompanying the
application was not changed during the prosecution
of the application, and is the same as the drawing
of the issued patent.”
* This and all subsequent references to the opinion are to pages of
the Supreme Court Reporter.
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The Original Disclosure.
June 11, 1929.

H. I- JOHNSON
RATER PROPULSION DEVICE
Filed Aug. 25, 1926

1.716.962

The outboard motor shown in the single sheet of
drawings here reproduced, and as described in the orig
inal specification, consists simply of a water cooled
motor 1 having a drive shaft extending downwardly
through a casing 2 which is rotatably mounted in bear
ing members 3 and 4 in the usual manner. The motor
is pivotally connected at 5 to a bracket 6 which is
clamped to the stern of a boat. The lower end of casing
2 is attached to a casing 17 which houses drive connec
tions for rotating a propeller 10. The rear of the casing
arches over the top of the propeller and terminates in
a portion 18 that is provided with an intake port 12
extending through the arched member and connected
by a pipe 14 to the water jacket 15 of the engine. Simi
larly, this casing is shown as being provided with a port
13 through which water from the jacket is sucked and
discharged by the propeller.
All of the original specification appears unchanged
in the patent. The amendments to the specification were
all made at the same time, namely, March 10,1929. The
descriptive matter added is that appearing in the pat
ent, page 1, lines 44-74, and page 2, lines 58-110, both
inclusive.
Turning now to the patent to observe what it says
concerning the invention originally asserted, the speci
fication explained, as does the patent, that in motors of
this type the motor as a whole is pivotally moved in
bearings 3 and 4 for steering a boat. As a background
for the invention originally asserted the specification
then states (page 1, lihe 107):
“It has been found that during a steering operation
it is necessary for the operator to maintain a firm
grip on the tiller 9, and the hand and arm of th0
operator is under strain, particularly in long runs,
and which strain, is caused by the tendency of piv3

otal movement of the motor as a whole in the di
rection of throw of the propeller 10, and which
throw not only has a tendency to cause the motor
as a whole to have a pivotal movement, but also the
rear end of the boat to have a lateral movement
in the direction of throw of the propeller.”
To overcome this objectionable feature of prior out
board motors, the original specification dwelt exten
sively on the proviision of a deflecting plate in the form
of a fixed rudder. Of the four objects originally stated,
the first three are directed in varying degrees of par
ticularity to this, the second reading (page 1, line 19):
“A further object is to provide a deflecting
plate rearwardly of the propeller, said deflecting
plate curving rearwardly and outwardly in the di
rection of rotation of the propeller, and against
which plate water projected rearwardly by the pro
peller engages and counteracts the pivotal move
ment of the motor, thereby relieving the strain on
the operator’s hand while gripping the tiller during
a steering operation.”
The deflecting plate, as illustrated in the drawings
at 19, consists merely of a rigid, plate which functions
as a fixed-positioned rudder. Depending upon the direc
tion of rotation of the propeller, the deflecting plate is
curved to one or the other side as viewed in Fig. 3.
While the deflecting plate, in combination with
other elements of the outboard motor, was originally
asserted predominantly, it is a fact that the original
claims were not all so limited. One of them, which Is
now claim 6 of the patent, was directed primarily to
wards an anti-cavitation plate. This is the horizontal
plate 20 positioned above the propeller and lying below
the surface of the water, its purpose being to prevent
air vortexes being formed by the propeller to decrease
its effectiveness. Because the anti-cavitation plate fig
ures prominently in the claims in suit, it is important
4

to note what the original specification said about it.
This appears first in the fourth object which reads (page
1, line 39):
“Also to provide the casting adjacent the upper side
of the propeller with an anti-cavitation plate, and
which plate is preferably formed integral with the
casting, and additionally braces the portion of the
casting arching the upper side of the propeller.”
Substantially the same description of the anti-cavitation plate appears in the body of the original speci
fication, page 2, line 46. Furthermore, an original claim
of the application was directed primarily towards the
anti-cavitation plate, without any reference to the de
flecting plate., It is claim 6 of the patent, which reads:
“6. The combination with an outboard motor
having a propeller shaft casing, a propeller, a mem
ber arching one side of the propeller, of an anti
cavitation plate carried by the casing and the mem
ber arching the propeller and located above the
propeller.”
This claim also calls for an arching member, and it
is important to note that all of the original claims, as
weU as all of those presented by early amendments, were
limited in one way or another to the deflecting plate or
the arching member, or both.
The Amended Disclosure.
Let us now examine the amendment by which the
specification was enlarged and new claims were entered
which defined an invention or inventions not previously
asserted. By an amendment of March 30,1929, Johnson
filed several new claims, including, as inconsequentially
amended, the four involved in the suit. These claims
were unlimited to either the deflecting plate or arching
member, to which all of the early claims were limited:
At the same time the specification was amended by the
5

entry of additional descriptive matter directed primarily
towards the anti-cavitation plate and its relation to the
shape of the propeller drive shaft casing 17. Concerning
this amendment the Supreme Court Said, p. 867:
“The effect of those changes was aptly described by
the patent Examiner: ‘The amendments have been
such that the claims now emphasize the anti-cavi
tation plate rather than the anti-torque plate’.”
Because in the amendment to the specification the
shape of the drive shaft housing 17 was first described,
it is important to note what the Supreme Court said
concerning the showing of its shape in the drawings.
It said (p. 866):
“No cross section of this housing was drawn or indi
cated, and for all that appears from the drawing it
might have been circular, triangular or rectangu
lar.”
One amendment to the specification was the fol
lowing statement of a further object of the invention,
page 1, line 46:
“A further object of my invention resides in
providing the propeller-carrying-casing with an
anti-cavitation plate arranged so as to directly overlie the path of travel of the propeller blades, and in
forming the exterior surfaces of this casing rela
tively broad and smooth and extending them up
wardly well above the plane of the anti-cavitation
plate, whereby not only to permit the housing to
travel through the water with minimum resistance
and to provide rudder surfaces to assist in steering,
but also to permit the flowing water to pass closely
about the rear of the housing above the anti-cavi
tation plate to assist in preventing cavitation at the
propeller.”
Another amendment to the specification describes,
as follows, the shape of the casing 17 and its relation to
the anti-cavitation plate (p. 2, line 70):
6

“This propeller-carrying casing 17 is provided with
relatively broad smooth and unbroken exterior surfaces both below and above anti-cavitation plate 20.
*
*
*
*
*
*
*
“By means of this construction, when the device is
propelling the boat through the water, the water
will flow with minimum resistance past these rela
tively smooth and substantially stream-line sur
faces, thereby cutting down resistance to a mini
mum. By extending these smooth surfaces of the
casing upwardly for q considerable distance above
the anti-cavitation plate 20, the water flowing past
the surfaces of the casing which are above the anti
cavitation plate will tend to follow the wall surfaces
at the rearmost part of the casing and will flow in
wardly and rearwardly above and over the anti
cavitation plate, thus creating a substantial body
of flowing water directly over the cavitation plate
and thus assisting the-latter in preventing the for
mation of air pockets or cavitation at the propeller.”
The Supreme Court’s opinion repeatedly refers to
the relationship of the smooth and unbroken or stream
line surfaces of the casing 17 as the invention which was
not asserted until more than two and one-half years
after the application was filed, and more than two years
^ te r public use of the invention defined in the claims in
issue. At page 866, the Supreme Court said:
“In general, this [the newly asserted invention] may
be said to consist in the use of an anti-cavitation
plate on a housing for the engine and propeller
shafts enclosing the water passages for the cooling
system, shaped both above and below the plate so
as to reduce water displacement and resistance and
thus to reduce or eliminate eddy currents forming
vortexes through which air can be sucked into the
propeller. This permits adequate control of cavita-tion by means of a not unduly large anti-cavitation
plate.
“Harry L. Johnson, an experienced engineer
and manufacturer of outboard motors, filed his ap
plication for the patent on August 25, 1926, but in
7

no way suggested the combination now asserted
as his invention.”*
Of the four claims in suit, Nos. 12 and 14 include
limitations defining the shape of the housing with rela
tion to the anti-cavitation plate, while claims 11 and 13
do not. Specifically, claim 12, after calling for a housing
and anti-cavitation plate states:
“said housing having unbroTcen outer wall surfaces
at each side extending upwardly from the said ,barrel-like portion to said plate and from said plate
upwardly a substantial distance to the top of the
housing.”
And claim 14 provides:
“said casing having smooth and unbroken walls ex
tending upwardly and provided with an integrally
cast anti-cavitation plate substantially midway of
its height and in a plane above the propeller blades.”
Claims 11 and 13 are not so limited, and they read
fully upon the original disclosure. That this difference
between claims 12 and 14 on the one hand and claims
11 and 13 on the other was recognized by the Supreme
Court, appears from the following extract from its
opinion (p. 867):
“Claim 12 described the housing as having ‘unbroken
outer wall surfaces at each side,’ and claim 14, as
having ‘smooth and unbroken walls.’ Claims 11 and
13 were silent on the subject.”
The Supreme Court’s Decision.
Turning to an examination of the opinion to deter
mine whether the holding of invalidity was based upon
the introduction of new matter or upon a two-year public
prior use, it will be found that the Supreme Court re
peatedly emphasized the latter as the sole basis of its
* The emphasis In this and in all other quotations is added.
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decision. In the early part of its opinion the Supreme
Court said that the petitioners (defendants) interposed
defenses (page 867):
“which we take to have put in issue the question
whether the claims were void because made more
than two years after the first public use of the
device.”
This seems clearly to state the ground upon which
the Supreme Court approached the case. No reference
is here made to new matter, and it is significant that
throughout its entire opinion the Supreme Court does
not designate any of the amendments to the specifica
tion or any limitations oi the claims as “new matter.”
The next reference in the opinion to the basis of the
decision appears in the following (p. 869):
“Section 4886 of the Revised Statutes, as
amended and applicable to the present case, pro
vided for the issuance of a patent to an inventor
upon certain conditions, one bf which was that his
invention was ‘not in public use or on sale in this
country for more than two years prior to his appli
cation’.”
The opinion then proceeds to state that, in ap effort
to avoid this provision of the statutes, respondents con
tend that the question of its applicability was not raised
in the District Court or in the Circuit Court of Appeals,
concerning which the Supreme Court held that the evi
dence of public use and sale was given by respondents’
own officers and witnesses and had not been questioned
or contradicted, and that there is not the slightest indi
cation that respondents had been prejudiced by the ob
scurity of the issue in the District Court and in the Cir
cuit Court of Appeals. Having said that the pleadings
had put in issue the question of whether the claims were
void because made more than two years after public
prior use, and having quoted the public prior use portion
9

of Section 4886 of the Revised Statutes coupled with the
statement that it was applicable to the present case, the
Supreme Court held as follows in disposing of the issue
(p. 869-70):
“The claims in question are invalid if there was
public use, or sale of the device which they are
claimed to cover, more than two years before the
first disclosure thereof to the Patent Office. Cf.
Chicago & N. W. Railway Co, v. Sayles, 97 U. S. 554,
557, 559, 563, 564, 24 L. Ed. 1053; Schriber-Schroth
Co. V. Cleveland Trust Co., supra, 305 U. S. at page
57, 59 S. Ct. at page 12, 83 L. Ed. 34. Section 4886 of
the Revised Statutes would in terms provide for
their invalidity had they been offered by application
rather than by amendment; and whatever may be
the efficacy of an amendment as a substitute for an
application, it surely can effect no more than the
application itself.
“We think the conclusion is inescapable that
there was public use, or sale, of devices embodying
the asserted invention, more than two years before
it was first presented to the Patent Office.
“We are not foreclosed from a decision under
Section 4886 on the point by the obscurity of its
presentation in the courts below.”
This seems plainly to hold all of the claims in suit
invalid on the ground of public prior use, without any
reference whatsoever to new matter. Furthermore, the
last sentence of this quotation appears affirmatively to
say that the decision is made squarely under Section
4886, as does the last sentence of the opinion, which
reads:
“We therefore hold that the claims in question
are invalid under Section 4886 of the Revised Stat
utes, and accordingly have no occasion to decide any
other question in the case.”
That the basis of the decision is not new matter
finds substantial support from a consideration of claims
11 and 13. The description of the housing as having
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smooth and unbroken walls and of the position of the
anti-cavitation plate on the housing, appearing as limita
tions of claims 12 and 14, did not appear in the original
application, and, although not so designated in terms by
the Supreme Court, may properly be designated as “new
matter.” But there is nothing in either claim 11 or 13
that was not fully disclosed in the original application,
and they were held invalid on the same basis as claims
12 and 14, These claims define a newly asserted inven
tion only in the sense that they are unlimited to either
the deflecting plate or the arching member. Claim 13
is the shorter of the two. It reads as follows:
“13. The combinaiion of a- water propulsion
device having a vertically extending turnable pro
peller shaft casing provided with an internal water
passage, opening below normal water level, a pro
peller mounted thereon, means for turning said
casing for steering, said casing having an anti-cavi
tation plate cast integral therewith and located in
a plane above the propeller.”
Every element and limitation of this claim, and of
claim 11, is fully disclosed in the drawing, and is fully
described in the original specification, although some of
those who maintain that the basis of the decision is new
matter have said that the internal water passage was
not originally described. That it was described in the
original specification appears to be plain from the fol
lowing excerpts:
“Propeller 10 is driven in the usual manner and
in the present case the blades 11 thereof pass
between the intake port 12 and the discharge port
13. During the rotation of the propeller, the water
is driven through the port 12 through the pipe 14
to the water jacket 15 of the engine, and is sucked
as well as discharged through the port 13 by the
propeller blades as they pass through the arched
portion 16 of the casing portion 17.'’ (page 2,
line 12).
«

*

«

«
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“Port 12 extends upwardly through the arched
portion 16 of the casing 17 * *
(page. 1,
line 46).
It thus seems clear that claims 11 and 13 do not in
volve new matter, and, as stated above, that fact
appears to have been recognized by the Supreme Court
which, unless its repeated statements are to be taken to
be meaningless, held them to be invalid soleljr because
they were first asserted more than two years after
public use.
The New Matter View.
The view that the claims were held invalid because
of new matter is predicated largely, if not entirely, upon
what the Supreme Court said concerning certain claims
that were entered by an amendment of December 8,
1928, which was within the two-year public use period.
Those claims, like claims 11 and 13 of the patent, were
unlimited to either the deflection plate or the arching
member. Concerning that amendment the Supreme
Court said, page 869:
“It is clear to us, however, that the amendment
of December 8, 1928, like the original applica
tion, wholly failed to disclose the invention now
asserted”
On its face this statement appears to refute the
contention that claims 11 and 13 were held invalid solely
on the ground that, omitting as they do the deflection
plate and arching member limitations of the original
claims, they first presented to the Patent Ofl&ce asser
tions of different combinations more than two years
after public use. However, it is a fact that respondent’s
briefs before the Supreme Court made no distinction
between claims 11 and 13 on the one hand and the newmatter claims 12 and 14 on the other. In those briefs
the inventive concept of all four claims in suit was
12

asserted to be the prevention of cavitation effected by
the particular position of the anti-cavitation plate and
the smooth shape of the housing above and below it.
This inventive concept so asserted before the Supreme
Court was not asserted by the amendment of Decem
ber 8, 1928. These facts are a background for the
Supreme Court’s statement that that amendment
“wholly failed to disclose^ the invention now asserted.”
Whatever implication may be drawn from what the
opinion says concerning the amendment of December 8,
1928, it is only an implication and does not eliminate
the unequivocal statement made in the opinion that the
claims were held invalid under the two-year public use
provision of Section 4886.
Furthermore, the fact that the newly asserted in
vention was accompanied by the introduction of new
matter does not change the Supreme Court’s clear hold
ing. The introduction of new matter was merely an
incident. What the Supreme Court said concerning the
basis of its holding of invalidity would apply equally
well if the specification had originally described the
casing as being smooth and stream-lined both above and
below the anti-cavitation plate, if claims covering this,
and assertions of its advantage, were first made more
than two years after public use.
While not determinative of the issue, it is at least
significant to note that, if the Supreme Court had in
tended to hold the claims invalid on the ground of new
matter, there is authority for doing so in its own opin
ions, and in those of lower courts. There are a number
of cases in which claims of patents have been held in
valid on the ground of new matter. Having failed spe
cifically to find invalidity on the ground of new.matter,
there is logic in the assumption that the Supreme
Court intended to disregard that ground, and to hold
invalidity solely on the ground that there was public use
13

of the invention defined in the claims more than two
years before they were presented^
In the next to the last sentence of the opinion the
Supreme Court said:
“To sustain the claims in question upon the estab
lished and admitted facts would require a plain dis
regard of the public interest sought to be safe
guarded by the pcctent statutes, and so frequently
present but so seldom adequately represented in
patent litigation.”
In its zeal to safeguard the interest of the public,
it seems to me that the Supreme Court has extended
Section 4886 quite beyond any previous interpretation
of it by the courts.
DISCUSSION OF MB. CBITCHLOW’S PAPER
By

COL. HABBT FBEASE

Confining my discussion of the real meaning and
effect of the Decision of the Supreme Court in Muncie
V. Outboard, 315 U. S. 759, to a consideration of the
findings of fact and conclusions of law contained in the
context of the Opinion of the Court rendered by Mr.
Justice Jackson; it is believed that the ultimate ground
for the Decision was the presence of new matter in the
patent as issued, and not merely upon the prior public
use of whatever invention may be asserted therein.
It is quite true that the Opinion ends with the con
clusion of law th a t:
"**
“We therefore hold that the claims in question
are invalid under § 4886 of the Revised Statutes,”
(page 768, lines 32, 33)
But it is just as true that this conclusion is based
upon the findings of fact previously set forth iff the
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Opinion, and that those findings are the foundations
which render the conclusion of law applicable to the sit
uation shown by the record.
In defining ‘‘the subject matter of the claims -itt
question” the Opinion states a first finding of fact that:
“In general, this, may be said to consist in the
use of an anti-cavitation plate on a housing for the
engine and propeller shafts enclosing the water pas
sages for the cooling system, shaped both above
and below the plate so as to reduce water displace
ment and resistance, and thus to reduce or elim
inate eddy currents forming vortexes through
which air can be sucked into the propeller.” (pase
760, line 31, to page 761, line 4)
This statement recognizes (1) the presence of the
cavitation plate and the water passages as the essential
elements of the combination set forth in each one of the
four claims in question; before (2) it refers to the socalled stream line shape of the housing which is set
forth in only two of the claims; which shows that the
Court considered the combination of the cavitation
plate and the water passages to be a vital feature of all
the claims in question.
As a second finding of fact, the Opinion then con
cedes that:
“All water passages for the cooling system
beneath the normal water level were shown to be
enclosed in the housing.” (page 761, lines 18
to 20)
and states that:
“No cross section of this housing was drawn
or indicated;^ and for all that appears from the^
drawing it might have been circular, triangular or
rectangular.” (page 761, lines 20 to 23)
H?re again the Court refers to the water passages
before it mentions the stream line shape, and the con:
15

cession shows that the Court did not consider the show
ing of the water passages in the drawings to be a
sufficient disclosure of the asserted invention; even
though the subsequent statement mentions the fact
that the drawings do not indicate the stream line fea
ture of the housing.
As a third finding of fact, the Opinion then states
that:
“The specifications and drawings both indi
cated an anti-cavitation plate which the specifica
tions said ‘prevents cavitation,’ hut it was in no way
asserted that the cavitation plate was new, or that
it was being employed in any novel cooperative
relation to the other elements.” (page 761, line 33,
to page 762, line 2)
This statement gives the reason why the invention
which was later asserted in each one of the four claims
in question, was not disclosed in the application as
filed; which was because, in the original application,
“i# was in no way asserted that the cavitation plate
* * * was being employed in any novel cooperative
relation to the other elements”.
In other words, there was no assertion of a true
combination, as distinguished from a mere aggregation,
between the cavitation plate and the water passages,
which had been expressly found to constitute the essen
tial elements of the subject matter of all the claims in
question; and it was the subsequent insertion of the
water passages in the claims which constituted the new
matter, which the Court found to be present even though
the words “new matter” do not appear in the Opinion.
The first three findings of fact supply the founda
tion for, and establish the nteaning of, the fourth finding
of fact that:
“It is clear to us, however, that the amend
ments of December 8,1928, like the original applica16

tion, wholly failed to disclose the invention now
asserted.” (page 768, lines 3 to 5)
That is to say, the amendment of 1928, as well as
the original application itself, did not disclose “any novel
cdoperative relakiori” between the cavitation plate and
water passages, which constitutes the essential subject
matter of each of the four claims in question.
It is clear that the fourth finding of fact applies, in
so far as the decision is concerned, equally to each of the
four claims in question. It is believed the finding is jus
tified as to all of the claims for the reasons stated. Nev
ertheless, even if the finding is not correct as to certain
claims, it is beside the point to argue whether or not
the finding is correct as to those claims, because the
finding stands os the decision of the Court.
It is not permissible to presume that the Supreme
Court overlooked or ignored claim 25 in the amendment
of December 8,1928, which included the cavitation plate
and an internal water passage; and in finding that the
amendment “wholly failed to disclose the invention now
asserted”, the Court evidently relied upon the long es
tablished rule that “If q claim is not properly described
in a patent, the claim is of no validity.”;* and that a
patentee obtains a monopoly only of what he describes
and claims, t
* Gurm V. Savage, 30 Fed. 366, 369.
Pacific Cable v. Butte City, 58 Fed. 420, 4^4.
T Herman v. Youngstown, 191 Fed. 579, 588-9.
Loraine v. General Electric, 202 Fed. 215, 216.
Hall V . Ellanam, 213 Fed. 341.
Outlook V . General Paper, 239 Fed. 877, 879.
Fulton V . Powers, 263 Fed. 578, 580.
Typewriters v. Coi-ona, 43 F. (2d) 961, 964.
Permutit v. Graver, 284 U. S. 52, 57.
Schriher v. Cleveland, 305 U. S. 47, 57, see infra.
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Thus in Fulton Co. v. Powers, (CCA 2, 1920), 263
Fed. 578, at page 580, it was said by Circuit Judge H ough
that:
“A patentee may describe something that he
does not claim or claim that which he has not de
scribed; his grant of privilege is construed to cover
only that which is hoth described and claimed, no
matter how broad the. claim-language may be.”
(Emphasis supplied)
The fourth finding of fact clearly holds that the
hriginal application failed to disclose the invention now
asserted. The assertion in an application at any date
later than its filing date, of an invention not disclosed
in the original application, is new matter.
The fourth finding of fact is immediately followed
by an application of the public use statute Section 4886;
which could only be done because of the absence of any
disclosure in the original application, of the invention
later asserted.
No other conclusion can be drawn from the fourth
finding of fact than that the public use statute was only
applicable, because of a failure to disclose the invention
in the original application, and because the later presen
tation thereof in the application constituted new matter.
Thus the question of new matter really is the ultimate
ground, as a matter of fact, upon which the conclusion
of law is based.
The application of the public use statute is contained
in the following comments:
[a] “The claims in question are invalid if there was
public use, or sale, of the device which they are
claimed to cover, more than two years before the
first disclosure thereof to the Patent Office. Cf.
Railway Co. v. Sayles, 97 U. S. 554, 557, 559, 563-64;
Schriber-Schroth Co. v. Cleveland Trust Co. [305
U. S. 47, 57].”
18

[b] “Section 4886 of the Revised Statutes
would in terms provide for their invalidity had they
been offered by application rather than by amend
ment; and whatever may be the efficacy of an amend
ment as a substitute for an application, it surely
can effect no more than the application itself.”
[c] “We think the conclusion is inescapable
that there was public use, or sale, of devices em
bodying the asserted invention, more than two years
before it was first presented to the Patent Office.”
(page 7-68, lines 6 to 20)
These statements are believed to recognize that the
public use provision of the statute would not apply—
[a] If there had been a disclosure of the as
serted invention in the original application; or
[b] If the amendment of December 8,1928 had
been based upon the original application; or
[c] If the asserted invention had been properly
presented to the Patent Office within two years of
a public use, as by an independent application.
Or stated in another way, the public use statute
applies only because—
[a] There was no disclosure of the asserted
invention in the original application;
[b] There was no effective presentation of the
asserted invention in the amendment of December
8, 1928; and
[c] There was no effective disclosure of the
asserted invention to the Patent Office, as by an
independent application, within two years of public
use.
The understanding that the Muncie v. Outboard
Decision is founded primarily upon the absence of any
disclosure by description in the original application of
the asserted invention, is confirmed by the decision of
the Supreme Court in Schriber-Schroth v. Cleveland
19

Trust Co., 305 U. S. 47, at page 57, after referring to
Section 4888 of the Revised Statutes, it Was said by Mr.
Justice S to n e that:
“It (follows that the patent monopoly does not
' extend beyond the invention described and explained
as the statute requires, Permutit Co. v. Graver Cor
poration, [284 U, S. 52, 57]”;
and
“That it cannot be enlarged by claims in the
patent not supported by the description”.
If the 25th claim in the amendment of December 8,
1928 had been sufficiently supported by a description of
a “novel cooperative relation” between the cavitation
plate and the water passages, the same would still have
been new matter beyond what was disclosed in the orig
inal application, and the claim would have been invalid
under the rule of the cases cited above, whether or not
the same was submitted within two years of a public
use.

date, because, in the absence of new matter in an
amendment, ^he public use statute would not apply,
whether the amendment was made before or after the
end of a two-year public use.
The foregoing consideration of the context of the
Muncie Decision is believed to justify the conclusion
that the ultimate ground for the decision was the pres
ence of new matter in each of the four claims in issue,
irrespective of any public use, and that the invalidity of
the four claims in question of the Johnson patent rests
primarily, upon the insufficiency of disclosure of the
asserted invention in the original application, and
secondarily, upon the application of the public use
statute to that particular situation.

And, assuming that essential subject matter in each
one of the four claims in question was sufficiently sup
ported by the description submitted in the amendment
of March 30,1929, the same was new matter which was
not presented to the Patent Office in the original appli
cation ; and the claims are invalid under the rule of the
same authorities, irrespective of any prior public use.
If there is anything unique in the Muncie Decision,'
the innovation consists, in effect, in comparing an
amendment in a pending application, to a new and inde
pendent application; and in holding that a two-year pub
lic use applies to such an amendment just ttie same as
it applies to an independent application.
There had to be new matter in the case to justify
any reference to the public use occurring after the filing
2Q
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