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THE SITUATION CONFRONTING OUR PATENT 
SYSTEM*

There appears to be a widespread, alarmed, and well- 
founded belief amongst patent attorneys that the patent 
system of the United States, as we know it, may, in the 
near future, expect legislation involving fundamental 
changes of a restrictive nature. This uneasiness prob
ably finds its genesis in the hearings held during 1935-6 
by the Committee on Patents in connection with H. R. 
4523 (Patent Pooling), Seventy-Fourth Congress, by the 
same Committee on the Compulsory License Bill H. B. 
9259 in the Seventy-Fifth Congress, in rumors current 
about the scope and purpose of the present activities of 
the Temporary National Economic Committee, and in 
various semi-official statements indicating a feeling in 
high places that the patent system is protecting monop
olies and economic arrangements which the administra
tion feels are harmful to the welfare of the country.

Perhaps there should be added to this basis of un
easiness what many believe to be an increasingly distinct 
trend of the courts to favor defendants in patent litiga
tions.

My observation is that during the last several years 
there has been a decline in public interest in applying for 
patents on inventions, and in acquiring patents, or li
censes thereunder. The independent inventor,—the man 
on the street, so to speak (as distinguished from salaried 
research employees of corporations)—seems to have less 
interest now than formerly in attempting to patent (what 
he believes to be) inventions. Also there have been re
ductions by many of the large corporations in expend
itures for obtaining and enforcing patent protection.

*A paper prepared during the summer of 1938 and read January 12, 
1939, before the Pittsburgh Patent Law Association by Jo. Daily Brown.



Such conditions may well give patent lawyers good rea
son to pause and take inventory of things as they are, and 
of things as they soon may be.

Our patent system as contemplated by the Constitu
tion and established by Acts of Congress has never been 
radically changed in certain fundamental principles, 
among which may be mentioned the granting of patents 
(a) giving unrestrictedly exclusive rights (b) without 
taxes (c) or working requirements (d) for a fixed term 
of years (e) dating from issue of the patent regardless of 
substantial and intentional delay in applying for it (f) 
or delay in prosecuting the application (g) upon a wide 
variety of subjects (h) without distinction between 
domestic and foreign applicants.

The liberality of this system has attracted to our 
Patent Office from all over the world disclosures of all 
kinds of discoveries and improvements, so that today our 
issued patents constitute one of the greatest collections 
of scientific and technical specifications available to the 
public in any one place in the world. Description of al
most every discovery of commercial value has been con
currently written into applications for our patents. To 
that extent, at least, our system has been eminently suc
cessful.

Whether or not we agree with those enthusiasts* 
who attribute our rapid industrial advance to the excel
lence of Our patent system,** we must agree that there is 
at least an arguable basis for such a position. I t  has been

♦See for example, “Our Patent System,” by Edwin J. Prindle, Journal 
of the hatent Office Society (J.P.S.) 'XIV, p. 77, and “American Patent 
System” by the then Commissioner, Thomas E. Robertson, J.P.S. XIV, p. 
463.

♦•Frankly, I think that in explaining this alleged superiority too much 
credit has been given to our patent system and too little to our vast nat
ural resources and consequent needs for technical development, our fron
tier necessities, and the natural ingenuity of the kinds of peoples who have 
populated this country.
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reiterated many times by very able thinkers. From any 
point of view, the success of the present system has been 
such that it would be foolish to change its fundamentals 
drastically, to destroy it, or to do unnecessary things to 
discourage industry in depending on it,—without its be
ing clear that proposed changes will remedy existing 
defects. Especially there should be no changes in funda
mental principles merely to furnish an alibi for econ
omists who have failed to secure desired ends by other 
expedients.

On the other hand, a system so vitally affecting our 
industrial life, and incidentally the welfare of the whole 
public, that has had very few changes in substantive re
spects in more than a hundred years of continuous exist
ence and expanding application, may well be ripe for 
revision. Our whole economic and social system has been 
rather thoroughly shaken up in the last ten years, and 
the end is not yet. Aside from that, we have gone far 
since the horseback days when the fundamentals of our 
present patent laws were determined.

Several careful and exhaustive examinations* of the
whole patent system have been made from time to time 
by competent bodies and persons, but there is excuse for 
reconsideration of the old problems now because of the 
obvious trend in the last few years toward a different
social and economic outlook, and because the recommen
dations based on past studies have been substantially ig
nored by Congress, and largely opposed by the patent 
bar.

I believe it is fair freely to translate the constitu-
"Report of the Investigation of the United States 

; P^ent Office made by the President’s Commission on Economy and 
^Efficiency December, 1912, Govt. Printing Office; "Report of Committee

submitted to the Secretary of Commerce, 
C II System,” by Richard Spencer,
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tioiial** objective of our patent laws by saying that tbey 
nini primarily to promote the public welfare, and that 
the means to secure that end adopted by Congress is en
couraging the making and publication of inventions by 
rewarding inventors with patents that give them the 
right to exclude the public for seventeen years from using 
the patented inventions.

For some years past there has apparently existed in 
Congress a vague feeling that something should be done 
to our patent laws. For example, a very able, conscien
tious, and influential Congressman has more than once 
proposed a moratorium on the granting of patents cover
ing labor-saving machinery. His object would be to re
move for a time one incentive to devising machinery that 
displaces men by machines. A great number of other 
suggestions for changes of substance, as, for example, to 
eliminate or restrict the exclusive rights under patents, 
have arisen in Congress, and otherwise.*

My impression is that the reason no legislation has 
resulted from the sentiment for revision that has con
tinuously existed for many years past is that the patent 
bar can not agree on what to do, and most Congressmen 
have no adequate grasp of or experience with the techni
calities and operation of the patent laws. They simply 
don’t know how to go about doing what they want to do 
to the patent system. However, I  think this slender reed 
may no longer be leaned upon with safety by those who 
like things to remain as they have always been. Congress 
has thoroughly demonstrated in recent years its willing-

Article I, Section 8; Congress shall have power “to promote the prog- 
-ress of science and useful arts, by securing for. limited times to *** in
ventors the exclusive right to their respective *** discoveries.

♦See, for example, “Proposed Patent Legislation,” by George H. WiHits, 
J.P.S. XII, pp. 313, 353f 39h; “Action of the Michigan Patent Law A^o- 

■ ciation on Proposed Patent Legislation,” J.P.S. XII, p‘. 407; fJnirtd 
States Patent Law System,” Richard Spencer, supra.
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ness to follow administrative policies, based on advice of 
theoretical economists, and to take a chance on the re
sults. I  believe that sooner or later, and probably sooner, 
legislation affecting the patent system is to be expected, 
whether the patent lawyers like it or not.

In some cases the result and use of patents have been 
liot only to secure exclusive rights to the patented dis
coveries, but also to exclude others from the chance to 
make, use, or sell unpatentable things, and to secure ex
clusive rights to persons with very remote coimection 
with the actual inventions. Machines are still “ patented” 
long after basic patents thereon have expired. Applica
tions for patents have been held in the Patent Office while 
an industry has gone into general use of the inventions 
covered by the patents when issued. Patents on machines 
have been used to control production of the unpatentable 
product thereof and to levy continuing tribute thereon 
years after the machine has been sold at a fair profit. 
Price fixing under patent licenses has been accepted as 
legal. Patents have been used by aggregation of a large 
number of minor patents, cross-licensing, limited and 
conditional licenses, and the like, to secure central control 
in whole fields of industry, as distinguished from rights 
under the specific inventions patented. Owners of pat
ents have sold patented apparatus for full price and with
out restriction, then have forced the machine users to 
purchase unpatented repair parts from the seller by con
tributory infringement suits against makers of such 
parts.*

Obviously problems and situations exist now that 
were not known in 1836. Positive remedy in some cases 
is needed. I t  is in such matters, for example and inter

♦See the recent case of Standard S toker Company v. Berkley, 39 
U.S.P.Q. 268.
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alia, that there is now an nnusnal amonnt of finding of 
fault with the operation of the patent system. That situ
ation has to be faced. I  do not believe an answer that 
will suffice can be made by extolling the historical glories 
of the system. We should be constructive, not evasive, 
cooperative, not combative. Otherwise we can not com
plain at the result, whatever it may be.

One of the peculiarities of legislative reform of an 
established institution of wide scope seems to be that 
generally change to avoid abuses and remedy defects is 
forced from without instead of being made voluntarily, 
and directed from within. For example, remedially in
tended changes in banking laws have seldom originated 
with and have usually been opposed by bankers; laws 
regulating trading in stocks and securities to protect the 
public have had to be forced upon resistant brokers and 
stock exchanges; waste of oil and natural gas has not 
been stopped by the industry that ought to be most in
terested; efforts to reform our antiquated criminal pro
cedure and the common law jury system have been con
sistently opposed and defeated by the very trial lawyers 
who know the worst about that practice, etc. Conse
quently it will be no reversal of precedents if funda
mental changes in our patent laws are eventually formu
lated entirely without the help of patent lawyers, and 
enacted and put into force in spite of our active opposi
tion.

The obvious and logical thing for the patent bar, 
confronted as it is with various “ Hearings,” “ Investiga
tions,” and probable statutory revision of the patent 
laws, would be to restudy the whole set-up in view of 
changed economic conditions, determine its defects, if 
any there be, draft the proper remedial statutes, and ac
tively assist in their consideration and enactment. The
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New York Patent Law Association is now reported to be 
doing something of the kind. However, having spent a 
good deal of time over the last fifteen or twenty years in 
work along such lines, and having many times seen even 
the most innocuous remedial amendments of law or rule 
or procedure produce storms of controversy in meetings 
of patent lawyers, and having seen repeated failures of 
the patent bar to be able to agree upon the simplest mat
ters of constructive legislation, or obviously desirable 
judicial appointments, I  have no substantial present hope 
of any such activity producing material results. Prob
ably “ the mountain will labor and bring forth a mouse,” 
as usual.

It is mot with any thought of practical results or for 
any purpose of useful propaganda that I  have written 
this paper. The opinions expressed and the positions 
stated are purely personal. I represent no organization 
or client, directly or indirectly, in this matter. I  know 
that my ideas are in many respects not approved by 
some of our clients, and by many of my good friends in 
the profession.

Most of us have started in practice as solicitors of 
patents. We have been first of all taught to get patents. 
When our claims have been rejected upon art that clearly 
meets them, we have been taught how to revise the word
ing and twist the phrases of claims to a form that will still 
read -upon our client’s disclosure but will not in some 
literal sense read upon the prior art,—and so in one way 
or another to obtain a patent. Next we have had experi
ence in interference practice, in which technicality of 
procedure has reached such a stage of intricacy that long 
study and historical experience are required to under
stand it,a t all,—if anyone does. By such training our 
view-point has become biased in favor of what we think
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of as the rights of applicants and patentees.
Consequently it is very difficult indeed to get a group 

of patent lawyers to agree upon any matter involving 
any change whatever in our patent system or practice,— 
simply because looking at any proposal in the light of 
some personal experience, we see the result according to 
the effect it would have had upon our client in that spe
cific case.* Since any change in any law or practice in
volving statutory rights is almost certain to hurt some 
applicant or patent owner, our disagreement and inertia 
are easy to explain.

Many of us discuss and think of problems of patent 
law as though the privilege of excluding others from the 
use of an invention were a common law, natural, or moral 
right, of somewhat the same order as freedom of speech, 
of worship, or ownership of property, and as though the 
patent statutes were primarily for the benefit of invevr- 
tors. Of course it is only in so far as Congress has in its 
discretion seen fit to reward patentees for making and 
disclosing inventions that there is any right whatever 
to exclude the public from the use of an invention, once 
it is known. It is more logical to think of a patent as 
establishing a franchise, or privilege, rather than a right, 
even when it has vested by compliance with statute.

All proposed changes of patent law or practice

*My criticism of the inertia of the patent bar is not personal. It ap
plies to all of ,us, as a class. I do not question the sincerity of views 
of any individual. I have observed very few instances of attorneys do
ing what might be called lobbying wprk in the patent law associations. 
The very fact that a speaker is known to be representing the interests 
of a particular client is usually sufficient to substantially discount the 
force of his arguments in Patent Law Association work. At least, his 
fellows check and double-check his position before accepting his views. 
On the other hand, much public-spirited and unselfish work in the asso
ciations has been done by salaried attorneys. An example of this is found 
in the work of the late Harlow M. Davis, head of the Patent Department 
of United Shoe Machinery Company. He labored tirelessly and intelli
gently for changes in the patent system that would make it better serve 
the interests of the public as a whole.
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should be examined with the major premise constantly in 
mind that the purpose of, and the only justification for 
the existence of the rights or privileges of exclusion 
granted by patents is that the effect of the granting of 
those rights shall be beneficial to the public. In so far as 
the granting of patents, or the enforcement of the rights 
granted by patents results in a trade balance unfavorable 
to the general public, then I  think the fundamental basis 
of the patent system is violated. I t is no excuse, or good 
reason for continuing anything in the patent laws, merely 
that to remove it would prejudice some individual in
ventor or patent owner, or even all inventors and all 
patent owners as a class, if leaving it in has the ultimate 
effect of injuring the public as a whole. The following 
discussion proceeds with that principle as the major 
premise looking to each conclusion.

Aggregations of Minor Inventions in Corporate 
Hands is Not Primarily Objectionable

Under our present industrial system most patents of 
value are owned by corporations, which either buy them, 
or more often obtain them by employer-employee con
tracts, under which assignments of all inventions are 
made to the employer for nominal consideration. Such 
contracts are required by many of the large manufactur
ing companies in the United States, particularly of en
gineers and research workers who are likely to make in
ventions in the course of their work. Probably the most 
valuable patented inventions of the present day are made 
in research organizations financed by corporations, for 
the express purpose of developing new products, or solv
ing existing problems in their business. Those who actu
ally carry on such research receive compensation for the

9



makmg of inventions by way of salaried employment, 
often extending for long periods, or even for life.

Modern industrial conditions and organization make 
it inevitable that ultimately, in most cases, the patents 
on valuable inventions will be acquired by corporations, 
and the rights granted by patents exercised through cor
porations. That follows from the very fact that most of 
our commercial activity is, so to speak, incorporated. It 
is not logical to object to the existing patent system 
merely because patented inventions, in most cases, find 
their way into the hands of corporate owners, who enjoy 
the statutory monopoly, rather than the original individ
ual inventors.

However, some of the present attacks on the patent 
system are based upon such corporate aggregations. For 
example, it is stated that the basic patents on the X 
machines have long since expired, but that by securing 
many detail patents, the corporations already established 
in the manufacture of such machines are able to keep a 
newcomer from breaking into it and furnishing added 
competition. The facts may be as stated, but the con
clusion that such -a condition is improper or harmful 
seems to be unsound unless the premises are very care
fully restricted.

If, for example, the X machines being manufactured 
today were exactly the same as those originally patented, 
then if patents were preventing competition in the manu
facture of such machines, or keeping the public from get
ting such machines at a fair price, the result would ob
viously be against public interest. But X machines have 
been progressively improved, so that they in almost: 
every part are different from and better than at first. 
As .problems have arisen, as defects have been discovered, 
improvements have been made, all with the result of
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;;^roducing a more efficient and reliable machine through
-out.

The companies that have continuously manufactured 
such machines have gone through periods of grief and 
expense in meeting and overcoming specific problems of 
manufacture, failures in use, etc. They have taken out 
patents on the progressive changes and improvements 
that have made possible or have embodied their solutions 

;of these problems. In order to make a salable X machine 
of the kind the public now demands, a newcomer in the 
field of necessity has to adopt the improvements that 
have been worked out by the established manufacturers. 
The public will buy only the improved machine.

While there may be nothing basic in any of the exist- 
ing improvement patents, and while each individual 

; change br improvement may of itself have been of a very 
slight degree of patentability, the sum total of a number 
of such pUtents owned by one concern makes a formidable' 
array of patents which a newcomer in the field has to de
sign around, or else infringe. If he does the latter, he is 
Confronted with suit. If he does the former, he faces the 
necessity for expensive research development, -and pos
sible failure to find different and acceptable substitutes 
for the patented details. The actual result is that fre- 
quently there is in effect a very practical patent control 
in the hands of the established manufacturers in a field 
in which there is no individual patent of any substantial 
scope, and long after all basic patents “have expired. Thi& 
aggregated protection under a large number of minor 
patents represents one of the most valuable patent pos
sibilities.

To prevent this building up of protection based upon 
a mosiac of minor inventions under corporate ownership 
or control would be to change substantially a funda-
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mental of our present patent system. I t seems to me to 
do so would be of no substantial benefit to tbe public, and 
would seriously discourage established industries requir
ing large capital investment and expensive research or
ganizations. I  do not think this situation calls for or re
quires any change in existing law. However, I  shall not 
be surprised to see some form of governmental control 
or supervision of the use of patent aggregations so ac
quired and constituted, if investigation leads Congress 
to believe that there has been improper use made of such 
aggregated corporate patent controls.

Cross Licenses Are Not Per Se 
Against Public Interest

It often happens that there are two or more out
standing manufacturers in a particular field, who have 
adopted the policy of acquiring all available patents re
lating to the subject-matter of their business, and it tnay 
well be, they having good engineers and good research 
departments and ample finances, that each of them may 
acquire a substantial number of patents on important 
inventions relating to the common field. Certain obvious 
results follow such a situation. If each stands on his 
patent rights, no one can use the improvements patented 
by the others, and the public can not get the best product. 
By combining the patents owned by all companies, under 
a cross-licensing arrangement, the competitors can not 
only give the public the benefit of all improvements in a 
single machine, but the cross-licensors may greatly 
strengthen their chance of preventing newcomers from 
competing in this particular field. Such cross-licensing 
arrangements appear to be legal so far as any existing 
law is concerned, and they appear to be within the funda-
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mental objectives of the patent laws as they have here
tofore existed and been interpreted.

To render them illegal by statute would be mate
rially to lessen the value of patents to manufacturers. On 
the other hand, the result of such agreements may extend 
the effective exclusion of the public from a particular 
field to an extent greater than the sum of the individual 
fields fixed by the claims of the patents involved. In such 
eases, if the result is to dominate an industry, some form 
of federal regulation or control is probably justified by 
the public interest.

The Public is Entitled to Pull Information About
Contracts Disposing of Rights Granted by Patents

In any event I  think that the very nature of the pat
ent grant, in effect a public franchise or privilege, and 
the general purpose of the patent system, requires that 
there should be no concealment of the terms under which 
patent owners and their associates, licensees, etc., exer
cise the privileges granted by patents. I  would therefore 
provide by statute that all agreements involving patent 
rights or licenses must be in writing and promptly re
corded. The public grants to the inventor a special priv
ilege of exclusion of the public from a field of otherwise 
open activity; the public is entitled to know how, and by 
whom, for what considerations, and under what terms 
and conditions, that privilege is being exercised, and 
what if any restrictions or collateral agreements are tied 
directly or indirectly by the patentee to the enjoyment of 
the privilege by others holding under or by agreement 
with the patentee. If all contracts involving patent rights 
were open to public inspection, there would be little to 
fear in the way of contractual extensions of patent mo
nopolies. I  believe this change alone would substantially

13



eliminate set-ups of the types now giving the patent sys
tem a bad name in high places.

Compulsory Licenses Would Lessen the 
Incentive to Research and Invention

It has been proposed at various times to compel 
owners of patents to grant licenses to any who may de
mand them, on terms to be fixed by the Patent Office or 
some other impartial tribunal. The most reasonable of 
these proposals provide that such licenses be obtainable 
as of right only as to patents under which the owner is 
not operating.

It is not worth while, in view of the thorough.dis
cussion that has taken place during the last year,* to 
consider such proposals at length. While there may have 
been instances of manufacturers owning patents on prod
ucts desired by the public, not operating under them, and 
refusing to license competitors, such instances are from 
the very nature of the thing very rare. Certainly they 
have not been shown to exist to any substantial extent. 
Also it is quite apparent that compulsory licenses would 
favor the big companies to the prejudice of the small 
ones.

To compel a manufacturer who is making a patented 
product to license all or any of his competitors on de
mand, even though a fair royalty be fixed, is to change a 
fundamental principle of the patent system as we have 
always had it. I t is to destroy the exclusiveness of the 
grant, and that is its greatest value.

I  think the result would be that most corporations
*See “Report of the American Patent Law Association Opposing the 

McFarlane Bill H. R. 9259” (7Sth Congress, 3d Sess.), and the Report of 
Hearings on that Bill, same Congress. See also the “Report of the Com
mittee on Patent Law Revision,” Patent Section Committee Reports, 
A.B.A., 1929.
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would say, in effect,— l̂et the other fellow develop and 
patent the inventions; if his improvements are so good 
that we have to use them we will pay royalty; that will 
be less expensive than developing for ourselves, and giv
ing the benefit of our work to our competitors.

It seems to me there would be a distinct lessening 
of the profit incentive to develop and patent new things, 
to carry on research work, to put capital into new lines 
of industry, and any lessening of that incentive is 
pro tanto destructive of the effectiveness of the patent 
system to produce new things and found new industries.

Time Limits Need To Be Shortened*

Of course the basis of a patent is that an inventor is 
the originator or discoverer of something new and useful 
which was not known to anybody else before his inven
tion or discovery thereof. In exchange for his making 
a public disclosure of his invention, thus putting the pub
lic into present knowledge of the invention, he is given 
the right to exclude the public, for a limited time after 
the disclosure, from using something of which he the
oretically gives the public its first knowledge. The very 
nature of this arrangement (which has sometimes been 
referred to by the courts as a contract between the in
ventor on the one hand and the public on the other), 
makes it obvious that it is not consistent with the funda
mental theory of patents to permit the keeping secret of 
a completed invention for any substantial time, and still 
grant a patent on it. See Macbeth v. General Electric, 
246 Fed. 695 (CCA6). For the public to get a valuable 
consideration under the contract, and for the arts and 
sciences to be advanced the maximum amount, disclosure

■*See “The Element of Time in Patent Law,” by John A. Dienner, 
J.P.S. XX, p. 497.
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of inventions should be hiade to the public as soon as pos
sible. Having knowledge of any valuable invention helps 
and leads other workers in that aft to make other inven
tions, based upon and extending the use of the prior in
ventions. It allows the public to foresee the trend of 
development, and to prepare for and take advantage of 
it, with resulting good to all.

The requirement of prompt and full disclosure to the 
public should be coupled with the early (if not imme
diate) beginning of the running of the limited peribd of 
the right to exclude the public from the benefits of the 
invention. I t seems utterly inconsistent with the whole 
theory of patents to permit an inventor having a 
completed invention in his possession, which he desires 
to give to the public in exchange for a patent, to withhold 
from the. public knowledge of the invention for any sub
stantial period of time, even though that include prosecu
tion of a patent application, and thereafter to secure the 
full statutory period of exclusion of the public from the 
invention. That, I believe, is distinctly not to the best 
interests of the public, and there is need for change of 
law in this connection.

Time limits* relating to patents that were justified
♦Prior to 1861 there was no limit on the time allowed to amend ap

plications. Then two years were allowed by statute (12 St. at L. 246, Sec. 
12). In 1897 one year was fixed by statute (29 St. at L. 692, Sec. 4)! The 
present limit of six  months to reply to a Patent Office action was estab
lished in 1927 (U.S.C.A. Title 35, Sec. 37).

Prior to 1784 there were nd general patent laws in the American Col
onies or States. Special legislation and court grants gave inventors and 
those seeking to introduce new industries various periods of exclusion. 
For example, John Clark, in 1652, was allowed by the General Court of 
Massachusetts io r  three years to collect ten shillings from each of thobe 
•who shduld use his invention “for saving wood and warming houses at 
little cost.” A twenty-year period of exclusion in which to make glass 
was extended to Thomas Darling by the State of Connecticut.

South (Carolina in 1784 passed a statute which provided:
“That the inventors of useful machines shall have a like exclusive 
privilege of nlaking'Or VeutiiAg their machines for the like term t>f 
fourteen  years, under the same privileges and f^strictioiis h i b ^
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in the last century need revision to accord with the mqr-e 
rapid communication and the quickened tempo of com
merce generally.

Communication is now possible almost over night to 
all parts of thg country. Manufacturing cqncerns with 
modem machinery and instruments can test and produce 
most articles or machines or processes in a srnall fraction 
of the time that was once necessary. With our present 
means of distribution of goods, the flow of finished ma
terials from producer to consumer has a speed that 'vŷas 
never dreamed of when many of the existing time limits 
were set up in our patent laws.

Also it seems to me utterly absurd and something of 
an anachronism to allow a completed* invention to go 
into general public use and on sale, or be fully described 
in a printed publication, and thereafter to give the in- 
veqtor two full years before he is required even to apply

granteji to and imposed on the authors of bpoks.”
The Constitution of the United States was adopted in 1787, and the 

first Patent Act was parsed in 1790 (Sec. 1 of 1 St. at Li 109). That Act 
vested the power to grant patents in a Board of three members: The 
Secretary of State, the Secretary of War, and the Attorney General, with 
power to fix the life of each patent, but none were to exceed the term of 
fourteen years. The Patent Act of 1836 gave a Boar4 which consisted of 
the Secretary of State, the Solicitor of the Treasury, and the Commisi- 
sioner of Patents, power to grant patents for fourteen  years and to ex
tend expiring patents for an extra seven years (Sec. 18 of 5 St. at L. 
117). This extra term was for a time granted quite freely if application 
was made before expiration of the original grant and a showing made 
that the patentee had not been adequately rewarded for his contribution.

In 1861, the right to extend the life of patents was taken away from 
the Commissioner. By the same Act the regular term of patents wns 
established as seventeen years, and it has remained unchanged to the 
present.

See the interesting historical papers of P. J. Federico, “The Origin and 
Early History of Patents,” J.P.S. July, 1929; "The First Patent Act,” 
J.P.S. XIV, p. 237; “State Patents,” J.P.S. XIII, p. 166.

♦An inventi<m is qompleted when it is fully understood and knoyyn to 
be workable. Legal definition of completion is well established by many 
cases. Inventipns undergoing legitimate and necessajy experimental use 
in thp i^tur.e qf bona tide testing, are nqf ppipplefp^d until the fesj is suc
cessfully ended. But immediately'thereafter there'ends the excuse for 
delay' jn ^pg Îying for a pfitent.
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for a patent. Tlie period may be even longer if the prior 
use is abroad. I believe this two-year period should be 
shortened to not over six months, or, better still, elimi
nated from the statutes, and that those desiring to keep 
others from using their inventions should be required 
to file applications for patents promptly on completion 
of the invention, with the penalty that any unreasonable 
delay would forfeit the right to a patent. I  believe (ex
cept in cases of fraud) that any substantial period of 
public use by any one in this country, or any substantial 
delay after appearance of a published description of a 
completed invention, before application, should bar the 
right to obtain a patent, or at least (and as a less desir
able alternative change) should limit the life of a patent 
to a life beginning with such public use or publication.

The six months’ period of time after allowance in 
which final fees may be paid should be eliminated as a 
period of right. If patent terms began with the applica
tion date, this point would not be material. But if that 
change is not to be made, then this time should be cut to 
thirty days, at most. Foreign applicants could provide 
for this by advance instructions to their Washington at
torneys.

I seriously question whether seventeen years is not, 
under modern conditions, too long a term for a patent. 
Industrially it is much longer now than it was in 1861 
when it was established. Whether it is too long or not, 
the present laws result in excluding the public from use 
of patented inventions for anywhere from eighteen to 
forty or more years, because the time consumed in the 
prosecution of an application in the Patent Ofiice is in 
most cases in practical effect a part of the patent term.

While of course there is no actual right to exclude 
the public, or to recover damages or profits for the prac-

18

tice of an invention, until a patent actually issues, if and 
when a good patent issues, those who have started in the 
patented field are so handicapped by the issuance of the 
patent, and the owner of the patent has such an advan
tage in being able to force them to discontinue an estab
lished activity, or to take a license on his terms, that he 
may be better off than if his patent had been in effect 
during Patent Office pendency of its application. Conse
quently, I  think it fair for purposes of discussion to as- 
smne that the average United States patent excludes the 
public from use of an invention for about twenty years.

Most patent applications could be prosecuted prop
erly to allowance within approximately one year. If 
searches were made before filing, the claims drawn to 
avoid-"the prior art so developed, and fully responsive 
amendments promptly made, all of which is largely under 
control of the applicant, the time could in many cases be 
less than a year. Certainly that would be true if the Pat
ent Office were up to date with its work and adequately 
financed. I therefore think that it would be fair to pro
vide by statute that patents should be granted, for a 
period of not over seventeen years, but in any case to ex
pire not more than eighteen years from the date of appli
cation, thus giving the applicant one year for correspond
ence, and thereafter delay to be carved out of the patent 
life.* If such were the law, there would be no further 
need to worry about prompt and fully responsive amend-

*Many have advocated adoption of some such change in the United 
States, though usually with somewhat longer time limits. For example 
It was recommended by Commissioner Simonds in 1891. See also the di&̂  
cussion in the Willits article, and Spencer’s book, already cited above. The 
latter at p. 66 recommends That a patent shall expire twenty years from 
the date of application, and the term shall be for the period between the 
issue date and. the expiration date.” This would reward the diligent 
applicant by permitting him to obtain a patent having a term of more 
than seventeen, but something less than twenty years. This proposition 
has obvious merit, from the point of view of rewarding prompt prosecu-
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infents, too many claims, delay in p'ayiil^ final fees, I'Oiiig 
li6nding application's, etc. All sii'cli troubles ^bfild ‘̂ fold 
their tents like Arabs, afid as silently steal away.”

In opposition to this limitation, s'ome say that delays 
'dlie to interferences, requirements of division, citation 
of new references in each Office action, improper hna 
arbitrary rejectiofis5 appeals, and the like, are beyoiid the 
"control of the applicant. Under some Oonditions and in 
'ao'me Cases that has been true. But in fixing any tiine 
liihits by statute there are inevitable individual hard
ships. For exainple, the statute of limitations occasion
ally works injustice, as do the statifto'ry limits of appeals, 
fete. A fair compromise only is possible, considering the 
a^g^egate public good * * *and not any individual base. If 
‘the piesent legally recognized delays in patent sbliditinig 
are too ‘gre'at, in vieV of the public inteie:^,—ahd I  tliink 
there xjan be fib Seribils doubt b f 'that;^—thb'y should hot 
be pe’rniitted.

lly  belief is that undue delays ifi prosecuting patent 
applidatidns are ifiore oftefi the fault of the solicitors 
than of the'Patent Office, and even if this iSfiot so, 'greater 
sMll afid industry is to be expected froni the solicitor 
than the Ekamifier, from the very nature of the situation, 
r t  is thrther 'toy obsert^ation that arbitrary and tfnfair 
â'ctibfis in the Patent'Office that result ifi long delays ate 

'comparatively rate. They cah and should be controlled 
by  the Commissioner. I  believe that iS all the period bf 
jprosectition of applications were carved -out of the life 
6t the patent, the public would insist upon thfe Phtent 
’Office having sufficient persohilel, aiid adjusting its or
ganization to be ’able to take ‘care of applications 
.promptly,"* by which I  'mean 'within ’thirty days foi all

*Cif‘cijurse one of the primary and most important needs of thfe’pat
ent system is adequate personnel in the Patent Office, able intellig®tly
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ordinary actions. But even if there should be some hard
ship in some cases, I  am of the opinion that the public 
should be protected against such undue extension of pat
ent monopolies as have resulted from the present too 
liberal system of time limits.

Selden patent No. 549,160 issued in 1895 upon an 
application that was more than sixteen years old. For a 
while that patent dominated the automobile industry. 
What the Second Circuit Court of Appeals in Columbia 
V. Duerr, 184 Fed. 893, said about it might well be said 
as to most of such long pending patents:

“ **** when, in 1895, the patent was granted, it dis
closed nothing new. Others had then made the pat
entee s discovery and had reduced it to practice in 
ignorance of what he had done. While he withheld 
his patent, the public learned from independent in
ventors all that it could teach. For the monopoly 
granted by his patent he had nothing to offer in re
turn. The public gained absolutely nothing from his 
invention, whatever it was. From the point- of view 
of public interest it were even better that the patent 
had never been granted.”

The Court was urged to regard the patent unfavor
ably .on account of this long delay in the Patent Office. It 
said:

“ But the patentee acted wholly within his rights. 
He merely took advantage of the delays which the 
law permitted him. *** If the statutes and rules per-

ito bring and keep Office actions up to date, and on a high level of pro-
* P«ety. This would include completion of reclassification, the making of 

searches, ̂  and the citation of substantially all pertinent art on
Mthe first action. Those things involve materially better financial support 
for the Office by Congress, an expense abundantly justified by the effect

, .of patents on industry and commerce. Remembering that the fees 
charged applicants almost support the entire expense of the Patent Of-
■Bce, it IS hard to understand, with the lavish and frequently useless ex
penditures that have been so freely voted in the present decade why 
more has not been done financially for this important bureau.
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mit unnecessary delays, they should be changed; but 
we reject the view that this court owes any duty to 
relieve against their operation.”
Many other instances of important patents that is

sued on old applications might he cited. For example, 
Cowles patent No. 1,103,567, covering automobile wire 
wheels that had already gone into general use, issued in 
1914 on an application nearly thirteen years old. The 
Guhelmann patents dominated the cash register field. Of 
these, patent No. 1,160,071 issued in 1915 on an applica
tion more than twenty-six years old, patent No. 1,334,533 
issued in 1920 on an application over twenty years old, 
and patent No. 1,429,201 issued in 1922 on an application 
nearly twenty-three years old. Kadow patents Nos. 
1,527,556-7-8, covering important glass-working machin
ery, issued in 1925, on applications nearly fifteen years 
old.

Lest it be said that it can not happen here again, note 
that Steimer patents Nos. 2,073,571 and 2,073,573, said 
to dominate broadly a type of glass feeders that had been 
in general use for more than seventeen years, issued in 
1937 on a patent application filed in 1910.

One would think that even if the Commissioners of 
Patents permitted such long pendency of applications, 
courts of equity long since would have taken care of the 
situation by a policy of strictly construing purposely de
layed patents, of resolving aH doubts of validity and in
fringement against them, or even of declaring them in
valid as constituting in effect frauds on the public. Py 
its decision in Miller v. Brass Co., 104 U. S. 350, the Su
preme Court so stopped the then prevalent practice of 
belatedly reissuing patents to cover subsequent develop
ments. I t stopped (for awhile) delay in disclaiming in
valid claims by its decision in Ensten v. Ascher, infra.
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But in later years the Supreme Court has been sparing 
(though not a total abstainer) in the matter of judicial 
legislation as to patents. It has specifically sustained 
the negative position as to invalidating effect of legal 
delay, taken by the lower court in the Selden patent case 
above noted. See Overland v. Pochard, 274 U. S. 417, 
wherein it, to all practical intents and purposes, retracted 
its previous position as stated in Woodbridge v. U. 8.,
263 U. S. 50, in which it had held that intentional long 
delay in the Patent Office forfeited the right to a patent.
I think the position of the courts on this subject has been 
over-cautious, and inconsistent with the frequent judicial 
correction of other situations injurious to the public.

The net result, since such conditions still exist, is 
that legislation to prevent possibility of recurrence is in
evitable.

Is any patent lawyer so naif as to believe that had the 
law been that patents expire eighteen (or twenty) years 
from the dates of application, regardless of the time of 
issue, patents based on five, ten, fifteen, and twenty-odd 
years’ old applications would not have been gotten out 
of the Patent Office near the beginning of their life? Or, 
can even the most strict advocate of no change in the 
patent law possibly justify continuance in force of stat
utes and Patent Office practices that permit a patent to 
issue, excluding the public for seventeen years from its 
date from using inventions that have already been in 
actual public use more than seventeen years when the 
patent issues? Such instances are admittedly rare, but 
some of them have had tremendous public consequences.
They are the ones most talked about. They furnish a 
basis for attack on the patent system as a whole. The 
sins of a few may crucify all of us. •

In the foregoing I have assumed that the eighteen-
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year-from-application life of a patent would take care of 
promptness of amendment. If no such life of patents is to 
be established, then I think the time for making amend
ments should be shortened by statute from the present 
six months to not over two months.

Interferences Should Not Delay 
Issuance of Patents

The Patent Office interference system to determine 
conflicting claims of priority of invention is one of the 
most technical legal proceedings, so far as I  know, exist
ing in this country. I t involves consideration of highly 
difficult subject-matter both on issues of fact and law. 
I t  is administered by a personnel which has compara
tively limited experience in legal matters, and is not al
lowed to consider equitable factors or collateral issues 
bearing on the rights of the parties but not determinative 
of priority  of invention. The cases are frequently made 
much more complicated by the skilful efforts of tacti
cians familiar with the possibilities of the practice, where 
their clients have everything to gain and nothing to lose 
by dffiay.

I was on a special committee with Richard Spencer 
appointed in 1928 by the Patent Section of the American 
Bar Association to study and report upon interference 
practice.* We spent a good deal of time on the subject- 
matter, and then recommended that interference practice 
should be kept in the Patent Office, but that the procedure 
should be simplified in a number of ways. Quite a few of 
the suggestions then approved by the Patent Section 
have since been adopted by the Commissioners, but the

*See “Report of Special Committee on Interference Practice,” made 
to the Patent Section, A.B.A., 1929, and an article on “Interference Re
vision,” by Jo. -Baily Brown and Richard Spencer, J.P.S. XII, pp. 5, 58.

24

ptactice still remains an excuse and furnishes a vehicle 
fur delaying the issuance of the small number of patents 
that Ure doing most to discredit the patent system.

Many suggestions have been made of procedure to 
eliminate interference practice in the Patent Office, and 
to brihg patents out quickly, leaving to contestants the 
establishment of their rights in court proceedings.

The problem is sufficiently stated in several papers,* 
and is itself so complicated, that it can not be discussed 
in full detail here. My present conclusion is that inter
ference practice in the Patent Office as now carried on 
should be abolished. I  think that in general a patent 
should be issued to the first to file, without delay due to 
later claimants, permitting the latter also to obtain pat
ents on the same invention by making nut a prima fade  
to  parte case, all further rights and contests to be worked 
'etit iu -court, but with a strong presumption of priority 
in the -first-applicant.

Admittedly this would result in hardship and con
fusion in some cases, >but I  believe less so than does the 
jpresent practice.

In our office,** and in a number of others that I 
>kUow of,*Contesting interferences is.almost a thing of the 
,past. Unless there is some very strong reason why no 
'eettlemeht should be attempted, we suggest that all par
ties lay their evidence on the table, and together decide 
which qiarty is entitled to priority, agreeing in  advance 
■that-the losers will concede priority, and will receive non
exclusive irrevocable licenses under the claims in inter-

♦See, for example, the paper of Arthur C. Fraser, as Chairman o i  the 
■Patent Sectibn, A.-B;A., 1925,-on “Patent Law Reforms,” J.P.S. V lll, p. 
''MbL'the article’by‘Karl Fennihg, J.P.S., 1925, VII,-p. 257; and page 394 
->of-the-article Entitled “Proposed Patent Legislation,” by George H. Wil- 
-»Hts, cited 'iuj>ra.

**BrO«n, Gritdhlow "Si Flick, Pittsburgh, -Pa.
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ference. We usually couple that with a provision that if, 
with all the facts before them, the attorneys can not 
agree, then the facts will be submitted to a third party 
for final and unappealable decision. In most cases where 
such procedure has been agreed on we have been able 
without difficulty and without reasonable doubt of cor
rectness of result to determine which of the applicants 
was entitled to priority. Some of the cases that we have 
settled in a few hours’ conference with opposing attor
neys* could have been carried through years of testi
mony, argument, appeal, and uncertainty,—and would 
have been,—had they once become enmeshed in an active 
interference.*

A Single Court of Patent Appeals*

A major and well-founded objection to our patent 
system from the point of view of public interest is the

♦There has recently been a court decision [K ayser v. Rosedale, 98 Fed. 
(2d) -839 (CCA 3)] that might be said to indicate that in case of such 
awarding of priority by agreement, prima facie validity is lost. I do not 
believe that is good law, if the principle is applied generally. The law 
favors settlements, and in the absence of fraud, which must be proved, 
the law as I understand it encourages such arrangements as are referred 
to above.

♦This personal experience is cited merely to show that interference 
practice actually prevents’ easy determination of priority, if that is wha’t 
the parties really want, and that the bar itself is moving rapidly toward 
abandonment of the formal procedure, except in a few cases where 
some tactical advantage can be attained by using it in one or more of 
its technical ramifications.

♦This subject has been much discussed. See the sub-committee report 
on S. 3823, printed at pp. 37-46, Patent Section Committee Reports, 1936, 
A.B.A. Meeting; the report of Hearings on the McAdoo Bill, S. 475; 
7Sth Congress, First Session; and the article by E. J. Prindle “Proposd 
of a Single Court of Patent Appeals and a Draft of a Bill Therefor," 
J.P.S. XIII, pp. 438 and 528. In the Prindle article and the two reports 
just noted reference is made to numerous prior discussions favoring such 
a court.

The leader in opposing all single patent court bills in the last fifteen 
years has been Wallace R. Lane, of Chicago. Whenever any such bill 
has been seriously considered he has rallied those opposed to it to insure 
a voting majority. His arguments are set out in his article “Why a Single 
Court of Patent Appeals is Not Necessary,” .J.P.S. XIII, p. 569.
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delay, expense, and, above all, the uncertainty of result, 
of patent litigation. The absolute gamble that is involved 
under present machinery and practice is a predominant 
factor. As a game of chance it yields little to bingo, 
poker, or horse-racing. The chief difference is that pat
ent litigation lasts longer, and depends more on the hu
man elements involved.

As our industries have become more highly special
ized, our research and development have extended more 
and more into highly technical subject-matter and de
tails ; the distinctions between new and old in industry 
have become less clear; the field of search for prior art 
has become more scattered and. extensive; and patents 
have become more difficult to construe as to both validity 
and infringement. Patent suits as a class are inevitably 
highly technical and involved proceedings. Often they 
can not be made simple and easy to understand, regard
less of effort to that end. In some cases it takes a back
ground of years of specialized, study and experience to 
be able to see the issues actually involved, either on the 
part of the trial lawyer or the court. I  believe the inter
pretation of patents and the application of correct prin
ciples of patent law are, and always must be, a highly 
specialized, difficult field, in which comparatively few law
yers have adequate background either on or before the 
bench.

The result of the present system of federal courts is 
that entirely too many bad patents have been sustained, 
entirely too many good patents have been invalidated, 
and there is far too much confusion and even direct con
tradiction on certain points of practice.* The public has

♦See, for example, “File Wrapper Estoppel,” a Paper read before the 
Pittsburgh Patent Law Association by Vem L. Oldham, J.P.S. XX, p.
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been subjected to unnecessary hazard, uncertainty, delay, 
and expense. In many patent cases> our appellate courts 
are unequal in the time available to them to understs^nd 
the issues and properly weigh the evidence before them. 
I do not mean to criticize generally the intellectual ability 
or honesty of the Circuit Counts of Appeal. Many of 
the individuals on those courts are entirely competent to 
handle patent cases, but many are not,—and never can be. 
It is simply that the human mind on the bench has the 
same limitations as it has off the bench. A client would 
not go to a general lawyer for an opinion involving con
sideration of the evidence and decision of close issues of 
a difficult patent case, any more than he would go to a 
patent lawyer for an opinion in a mortgage foreclosure 
case, or to have him argue a personal injury jury trial 
appeal. The patent lawyer might be able to do the job 
after a fashion, but in all probability if so it would be 
with much unnecessary labor, and with uncertainty as to 
correctness of result.

The consideration given important patent eases by 
some of the Courts of Appeals that now have to pass on 
them has been obviously superficial and incompetent. 
Many of us have heard of the classic instance of the' Court 
of Appeals’ opinion that found one of the prior art pat
ents in evidence valid and infringed,—in the first release 
of its opinion. We have seen and heard futile gropings 
by appellate judges during an argument, completely lost 
in the mazes of such matters as file history estoppel, 
double patenting, disclaimers, divisional applications, re
duction to practice, etc.

The validity or invalidity of any patent is a matter 
that may affect the whole public, because the grant of the 
right to exclude extraids throHghojut the ^iitire United 
States and all its territories.- A patent suit is neyer
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purely local in its effects. It is not dependent upon or 
seriously affected by common law or state statutes or 
local practice. The patent system and the rights and in
vestments based on it are of such tremendous importance 
to the industrial organization and economic welfare of 
the whole country that it seems clear that it justifies the 
setting up of all necessary judicial machinery accurately, 
definitely, expeditiously, and according to a uniform 
standard, to determine the validity and scope of patents 
that get into litigation. I  sincerely believe that requires 
having a single court of patent appeals, and that there is 
no other way to establish uniformity of practice and con
sistent attitude in final patent decisions, now that appeals 
no longer lie to the Supreme Court.*

As it is now, patent lawyers before bringing suit will 
gravely discuss the fact that the Court of Appeals of the 
X Circuit is definitely hostile to patents, that the Y Cir
cuit Court will sustain any patent that is not completely 
anticipated if it has commercial success, that the Z Cir
cuit Court knows substantially nothing about patents and 
can not be told anything about them, etc., etc. Counsel 
necessarily in certain cases teU clients that their patent 
would probably be sustained in one circuit, probably be 
invalidated in another, and that in still another circuit

♦Since Ae appointment of Chief Justice Taft the hearing of patent 
cases by the Supreme Court has been greatly restricted. Prior to estab
lishment of the Circuit Courts of Appeal, in 1891, we bad in effect a 
single court of patent appeals, and many of the troubles now existing 
were not met. In 1932, 43 petitions for writs of certiorari in patent cases 
were filed in the Supreme Court and-only four were granted. From 1922 
to 1932, only about 40 cases involving patent questions were decided by 
the Supreme Court, an average of four a year. Including 1932, to and 
including the latest reports in 1938, the Court decided 33 patent cases, 
an average of less than five a year. In the last full year for which stat
istics are available (1937), the Circuit Courts of Appeal decided ap
proximately ISO patent cases. Obviously, therefore, a very small per
centage'teach the Supreme Court,— n̂ot enough to maintain uniformity of 
polity.
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there would be no real probability of result, even though 
all the facts were clear.

Such conditions of course make the skill and exper
ience of the trial lawyer of outstanding value and ef
fectiveness in patent litigation. I suspect that that very 
fact is a subconscious reason why so many of them op
pose a single court of patent appeals.* As it is, there is 
almost unlimited scope for their ingenuity and experience 
to he exercised in the choice of the forum, by then mold
ing the record in the Avay to appeal most to the particular 
court chosen, and by later arguing it along lines that they 
know will most influence the particular Court of Appeals
they have to convince.

A patent suit nowadays between well-financed liti
gants is all too often a sporting contest, a matching of 
skill, wits, experience, and financial resources, with only 
minor dependence for result on the actual justice of the 
case. The better the player, the more complicated and 
uncertain he likes the game to be, and the more likely the
result is to be a triumph of the skill of counsel, rather 
than a determination of the real merit of the patent oi 
the defenses.

Some say that the same uncertainties would exist if 
there were a single court of appeals, and to a certain 
extent the statement would be correct. But the public 
could at least expect uniformity of policy of decision, and 
a much shorter period of uncertainty. Attorneys could 
give far more definite and dependable advice as to the 
probable validity and chance of enforcement of patents. 
I  believe that would materially reduce the number of pat
ent suits, and benefit the public to an extent abundantly 
justifying the expense of the court.

♦So far as
Associations

I recall, majority votes of both of the major Patent Law 
ave consistently opposed a single court of patent appeals

since 1920.
3 0

It seems to me that it is almost essential* to the pres
ervation of our patent system as a benefit to the public 
as a whole, and as a promoter of tfie -advancement of sci
ences and arts in this country,—as distinguished from 
gambling for high stakes by good sports who can afford 
it,— t̂hat we establish a single court for patent appeals, 
composed of judges willing to make the study of patent 
practice, patent laws, and patent interpretation, their life 
work.*

The principal and winning argument against a single 
court of patent appeals has been that the judges of such 
a court would become hypertechnical and narrow in view
point, and that equities would be disregarded, as they are 
in interference proceedings. Giving full value to such ar
gument (although I believe it unsound), it seems to me 
to be overweighed by the many other considerations fa
voring the single court. Any specializing is in a sense 
narroAving. But to get competency and efficiency in a field 
requiring long study and experience, that price must be

♦See statement of Commissioner Coe in Hearings before the Sraate 
Committee on Patents (the McAdoo Single Court Bill, S. 47S), VSth 
Cong., First Session, at p. 122. .

♦It is worthy of note that a single court of patent appeals has been 
endorsed in principle by

The American Bar Association (1903 to 1919)
The National Research Council
The Engineering Council, comprising 

The American Institute of Civil Engineers 
The American Society of Mechanical Engineers*'
The American Institute of Mining Engineers 
The American Institute of Electrical Engineers

The American Chemical Society
The American Ceramic Society
The National Association of Manufacturers
The Science Advisory Board of the National Research Council
The American Association for the Advancement of Science
The Business Advisory Council of the Department of Commerce
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paid. That is true in all the technical professions, and 
I believe it is true of courts. To keep abreast of patent 
law is a full-time life job. One can not do it and keep up 
with all the law. That is shown by the fact that very few 
patent lawyers attempt a concurrent general practice.

The Chief Justice of one of our most important fed
eral courts not long ago asked me what I  thought of a 
special court of patent appeals. I  replied that I  favored 
it in principles, but had doubts as to practicability be
cause I was afraid that if established it would be made 
up of political appointees unqualified to do the work that 
such a court would have to do, and so might be worse than 
what we now have. He answered somewhat brusquely 
that my objection was unsound because all appointments 
to the federal judiciary are inevitably political, and that 
if a needed court were not to be established for fear of 
the appointments that would be made to it, the same rea
soning would prevent the establishment of any office in 
which the personnel is appointed by the President. I  be
lieve his reasoning was correct, and that the patent bar 
should not fear the establishment of a new court merely 
because ŵe may not be able to choose its judges. Under 
our present system of government w'e must assume that 
proper personnel will be provided.

Admitting the possibility, or even probability, that 
such a court might start otf with a lame-duck personnel, 
I believe that as time went on, and it studied case after 
case tried and argued by the distinguished and able law
yers that now so strenuously object to it, the court would 
necessarily and ine\’itably become skilful and competent 
in patent issues. Further, I  believe that as vacancies oc
curred the industries would have and w'ould use enough 
influence to get outstanding judges appointed to such a 
court.
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A Special Trial Court for Patents Is Not Necessary

I t has been said that the arguments for a single court 
of patent appeals would also call for a special patent trial 
court. That does not necessarily follow, and in my opin
ion is not desirable. I  believe the trials should be, as 
now, primarily in the district of defendant’s residence, 
by a judge familiar with local practice and conditions.

The most important functions of the trial court are 
to supervise the making of a proper record, protect the 
witnesses, conduct the trial in orderly manner, make find
ings in cases of conflicting fact testimony, and exercise 
equitable discretion in certain circumstances. Those 
functions are not peculiar to patent cases. They can be 
adequately performed by any experienced trial judge. If 
we had a single court of patent appeals, of long experi
ence in this field, reviewing all appealed patent cases, the 
conclusions of law and the opinion of the trial court on 
purely patent issues would be of secondary importance. 
And even if some trial judges were biased by personal 
idiosyncrasies- for or against patents, or prejudiced or 
incompetent in some phases of patent cases, we could be 
reasonably sure that any errors committed based upon 
such personal attitude would be corrected upon appeal.

Dependent Applications Should Not 
Extend Patent Terms

There have grown up in the Patent Office various 
practices under which later applications are given the 
priority of an earlier filed application containing the 
same disclosure. I  refer to divisional, continuation, re
newal applications, etc. For example, a patent covering 
a species of product or machine may issue, and then 
years later another patent may come out to the same in-
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ventor upon a “ divisional” or “ continuation’'' applica
tion, based on the same disclosure, having priority of the 
oripnal application, covering generically the species 
claimed in the first patent, and in addition perhaps other 
or even all possible species. Or such patents may have- 
issued in reverse order. Or may have been on a machine, 
another on a process, another on the product of the ma
chine and process, all conceived and disclosed at the same 
time, but patented at widely different dates. Frequently 
the practical effect is to provide patents on what, from 
the public interest view-point, is the same subject-matter,- 
for a period much longer than seventeen years. I  believe 
that by statute all patents based upon the same subject- 
matter, invention, disclosure, application, reduction to 
practice, or whatever you choose to call it, should expire 
with the expiration of the first issued patent based there
on, and, as otherwise set forth in this paper, at a time 
fixed by filing of the first application. Sarm ac v. Wire- 
hcnind Patents Co., 282 U. S. 704, might be construed to 
indicate some such idea on the part of the -Supreme. 
Court.

Only Direct Infringement Should be Actionable
There is, of course, in the keen competition of mod

ern commerce a constant urge to use patents in every 
possible way to limit competition, or otherwise secure 
commercial advantage. This has frequently taken the 
form of attempts to restrict competition in unpatented 
materials, unpatented repair parts, etc.

Although the Supreme Court has in recent years dis
couraged such practices,* the efforts continue, and in

♦See, for example, Henr^ v. Dick, 224 U.S. 1, the M otion Pictures P at
ents Case. 243 U.S. S02, the Carbice Case, 283 U.S. 2?, and the Barber- 
Asphalt Case, 302 U.S. 458.
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many eases through ingenuity of counsel, strength of 
commercial situations, contractual obligations imposed 
as a condition for granting any license, and the like, pat
ents have been, and are being extensively used in prac
tical effect to restrict competition in unpatented prod- 
acts.

Without going into this big subject at length, it seems 
e ear to me that any such use of patents is not properly 
within the fundamental purposes of the patent system 
and is contrary to the public interest. If so, it should 
be stopped.

Many think that the decisions of the Supreme Court 
cited in the footnote below have substantially restricted 
the right to sue for contributory infringement as for
merly understood. Whether or not this is so, I  would 
eliminate as infringements of patents any bona fide mak
ing, selling, or use of any unpatented product, in the nor
mal coarse of one’s regular business, regardless of later 
infringing use of the subject-matter by another.

Of course, where the relations of two parties are such 
that the situation is in effect a partnership in infringe
ment, or constitutes a conspiracy to infringe, or a clear 
expedient to evade legal or financial responsibility, or 
where the contributor shares in the profits of the in
fringement as distinguished from his normal profit as a 
mere maker or seller of the uhpatented subject-matter, 
there would under established principles be joint liability 
for infringement.

The present situation, under which a grocer may be 
sued as an infringer for selling sugar over his counter 
(if, for example, it is to his knowledge to be used in mak
ing a patented candy), or a hardware merchant may be 
sued for selling a k6g of tenpenny nails (if he knows the 
purchaser is going to us6 them in making a patented
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chicken-coop), or a machinery manufacturer may be sued 
for making or selling gears, shafts, bearings, bolts, coil 
springs, nuts, washers, belts, conveyor screws, castings, 
etc., to be used for maintenance and repair of a patented 
machine, does the patent system no credit, and if con
tinued is going to do it real harm in more important re
spects.*

Disclaimers and Reissues Do More Harm Than Good
There are certain minor ramifications of Patent Of

fice procedure that have come to be abused more than 
used. For example, disclaimers have constituted a sort 
of fungus growth on the patent system that has reached 
proportions that make its entire removal better than its 
continued existence as is. Under the early law a patent 
containing an invalid claim was unenforceable in toto. To 
save good claims in a patent that included a bad claim, 
the statutory practice was inaugurated of permitting the 
bad claim to be removed by disclaimer. Ingenious solici
tors have constantly extended and expanded that prac
tice, until it has come to be used in effect to rewrite claims 
by long descriptive disclaimers, sometimes filed during 
trial, and even after their invalidity has been decreed. 
In addition, the Supreme Court has so construed the law 
by its decisions in Ensten v. Ascher, 282 U. S.- 445, Trip
lett V.  Lowell, 297 U. S. 638, and Altoona v. Tri-Ergon, 
294 U. S. 477, that any use of disclaimers has become 
dangerous, and the results uncertain to all concerned.

The Patent Section of the American Bar Association, 
at the Atlantic City meeting in 1931, recommended* that

♦See the paper on "The Manufacture and Sale of Unpatented Repair 
Parts,” read before the Pittsburgh Patent Law Association May 28, 1936, 
by Jo. Baily Brown, published J.P.S. September, 1936, pp. 573-603.

♦See Patent Section, A.B.A., Committee Reports, p. 27, presented in 
1933.
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the disclaimer statutes be repealed, establishing by stat
ute the right to enforce valid claims of a patent contain
ing an invalid claim, and to relitigate all claims against 
third parties. In its 1938 Cleveland meeting the Section 
made substantially the same recommendation.

If the disclaimer practice is not to be abolished in 
toto, at least it should be restricted to permit only the 
cancellation of whole claims, and the excising of specific 
statements from the specification of a patent. The de
scriptive and coloring disclaimers, intended to recast the 
scope of the monopoly into words chosen ex parte by the 
patentee, should not be permitted.

The reissue statute has likewise been abused. Too 
often one who has gotten in his patent aU claims that he 
asked for and had ever thought of, reissues to sweep in a 
later designed competitor’s product, greatly to extend the 
scope of his monopoly after he sees the trend of a fast- 
developing art, or to change his patent to the injury of 
those who have relied on its status as issued. Although 
the doctrine of intervening rights partly protects such 
situations, that doctrine has been variously applied and 
interpreted in different circuits, and there is an uncer
tainty of public rights that should not be allowed to 
exist.*

It is persuasively argued that if a man has made a 
valuable invention and has failed to completely protect 
it by patent, his error in judgment should not prevent his 
obtaining complete protection when he sees wherein he 
has failed. But it seems to me that the controlling and 
paramount public interest requires that patent grants 
shall be definite from the date of issue, and consequently 
that once a patent is published, only the most extraor-

♦See paper on “Intervening Rights in Reissue Patent Cases,” by To. 
Baily Brown, J.P.S. XV, p. 333.
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dinary. .circumstances, involving clearly actvul accident 
or ocim4 mistake of fact, and in jio case merely mistake 
of law or judgment, should be a valid-basis for reissuing 
a patent.- The burden should be on the patentee, and all 
doubts should be resolved against him in favor of the 
public in the matter of rewriting hny part of his patent 
by reissue. Balancing rights, I  .believe the public inter
est woul^ be better served if there, were no reissue stat
utes or practice. ,

■ Complicated Claims
Another detail of patent practice that has been much 

discussed,* but nevertheless remains technically-one of 
the difficult features of our present practice, is the num
ber and form of claims. I well remember the howl that 
went up from the patent bar when it was proposed by-the 
Secretary’s Committee in 1926 to charge an extra dollar 
for all claims over twenty in an application and in a .pat
ent. Of course it is easier to draw many claims than -to 
draw a few affording equal protection, and the altitude 
of solicitors in this respect is easy to understand. The 
matter is admittedly difficult and complex in its ramifi
cations. Nevertheless I believe one of the things that has 
led to the present prejudice of the courts against patents 
is the unnecessarily complicated language and the exces
sive number of overlapping and indistinguishable claims 
frequently found in-litigated patents. Many patent claims 
effectively conceal the real novelty, rather than setting 
it out, and distinguishing the actual inveiition from the 
prior art, as the statutes require.

♦See report of sub-committee on claims, Patent Section Committee Re
ports, A;B;A., tP30, Advance Program,-,pp.-22-43. There are numerous 
articles on Claims in the J.P-S. See, for example, “Evolution of the 
Claims of U,.S„.Patents,” b y  Carl. B. -Lut^, J.P.S.. XX, pp. 134, 377j^and 
457; ' '  ' s ' , '»
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Claims which merely recite a series of “ means for” 
producing certain results are commonly used in patents 
where the only novelty is specific, in an endeavor to shut 
the gate against others securing the same result by other 
means that may thereafter be devised. Such claims should 
be permitted, if ever, only in patents of basic character. 
Claims reciting and including all elements of a compli
cated mechanism or combination in which only one ele
ment has any novelty have been the rule rather than the 
exception, even when the combination or machine as a 
whole was old and produced no new result due to the new 
element. The Supreme Court has done something to re
form this particular practice by its decision in Lincoln v. 
Stewart-Warner, 303 U. S. 545, which, if it means what it 
says, invalidates thousands of claims in existing patents 
that, if properly drawn to the actual invention, could have 
been valid. The patent bar, and particularly the Patent 
Office, could and should have brought about that reform 
many years ago.

Public Policy Should Prevail

There have been certain border line or twilight zones 
of legality in agreements involving patents, and patent 
owners have quite naturally gone as far as they dared, 
giving themselves the benefit of any doubts, in trying to 
protect their particular field of industry from competi
tion, by means more or less dependent on patents. The 
patent laws furnish almost the only remaining legal ve
hicle by which one concern can fix the prices of a product 
to be sold by a competing concern. They also seem to 
provide legal means for establishing quotas for competi
tors, for dividing territory, for agreeing (in effect) not 
to compete in the patented product, and generally for re
stricting by agreement fields of competitive activity in-
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volving patented subject-matter.
Without meaning to say that such arrangements are 

illegal or improper ‘per se, it seems clear that some of the 
arrangements now existing would he of dubious legality 
without the patent element. Such arrangements consti
tute a feature of our present economic set-up of great 
public importance and of uncertain permanent status. I 
say “ uncertain” because during the last few years the 
Federal Q-ovemment has actively encouraged, and in fact 
sometimes insisted upon industries organizing to estab
lish uniform wages, uniform cost accounting systems, 
fair minimum prices, etc., amounting in many eases to 
fixing prices for an industry. On the other hand, the 
Government at only slightly different times and in other 
cases has threatened those in control of industries with, 
prosecution if there was any agreement between them to 
establish or maintain prices, or regulate competition. 
The whole price-fixing and competition avoidance pol
icy of the Government is confused, and in many respects 
has been inconsistent. For example, the Federal Gov
ernment itself fixes uniform railway freight and passen
ger rates to avoid any possible price competition, and 
entirely regardless of the actual cost of the respective 
services rendered by the respective railroads. Numerous 
other examples might be mentioned. The policy of open 
competition is one that frequently hurts the public rather 
than protects it.

What I  am driving at is that these matters of the 
desirability or undesirability of open competition, price 
control, etc., are still great imsolved economic problems, 
so far as I  can see, whether patents are involved or not. 
But, my guess is, that sooner or later the laws applying 
to all such situations, and to agreements on such subject- 
matter, are going to be made just as applicable to oper-
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atibns under |)atents, as where there are no patents in
volved. The matter of general public policy and public 
interest will prevail; patent laws will be regarded as sub
sidiary to the main objectives and wiU not provide any 
legal exceptions for the doing by agreements thereunder 
of anything that would otherwise be illegal. And that, I 
think, is as it shojild be. We might as well be getting our
selves and our clients into that way of thinking.

In conclusion and stunmary, changes in the patent 
law which I believe could be made without seriously 
lessening the value of the present patent system to in- 
vento'rs and those holding under them, but with increased 
regard for the interests of the general public, stated in 
the order in which I  regard them as most important, a re :

1. Change fixed time limits to secure prompt dis
closure of inventions to the public, and expiration of 
patents at a reasonable time after disclosure. This Would 
invblve (a) requiring prompt filing of application for 
patent after completion of invention; (b) limiting the 
hfe of a patent to a term fixed by the date of filing of 
the application; and (c) eliminating all delay in the 
issuance of patents due to interference proceedings.

2. Establish a single court of patent appeals.
3. Provide that all patents issued on continuation, 

divisional, or other dependent or collateral applications 
based on the common subject-matter of a prior filed ap
plication shall expire with the patent on the first filed 
application, or the first issued patent dependent on the 
basic disclosure, whichever is earlier.

4. Abolish the doctrine of contributory infringe
ment except in cases where the contributor is an actual 
participator or conspirator profiting specially by the 
direct infringement.
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5. Eequire the prompt recording, subject to public 
inspection, o f  all contracts and licenses based on or in 
any way involving' transfer of any rights or privileges 
under patents.

6. Repeal the disclaimer statutes with the provisos 
recommended by the Patent Section of the American Bar 
Association at the 1938 meeting, or at least restrict dis
claimers to whole claims and to excising definite portions 
of the specification.

7. Repeal the reissue statutes, or at least restrict 
the reissue of patents to actual })ona fide mistake, spe
cifically excluding all reissues based upon mistakes of 
judgment or of Ikw.

8. Drastically discourage the inclusion of an im- 
necessary number of claims in patent applications, and 
require that each claim be of such form as to indicate 
clearly the novelty of the subject-matter intended to be 
patented thereby.
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