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One indication of the importance of patents and in
ventions in the defense program can be gleaned from the 
fact that as a result of the world war activities scores of 
suits for patent infringement were brought against the 
Government, the total amounts claimed being several 
hundred million dollars. Prior to 1910 the Government 
could not be sued for an ordinary infringement of patent. 
The patentee had to obtain what relief he could against 
the manufacturer who made and sold to the Government. 
The Act of June 25,1910 allowed a suit to be filed in the 
Court of Claims against the Government to recover for 
the Government’s use of a patented invention. Of course 
no injunction could be granted against the Government’s 
use of the invention. The courts, however, held that this 
statute did not free a Government contractor and a suit 
would be brought against the Government contractor and 
often an injunction issued prohibiting him from furnish
ing to the Government goods which infringed a patent. 
The inconvenience and danger to the Government in this 
situation was perceived and July 1, 1918, as a part of a 
Navy appropriation bill, the Act of 1910 was amended so 
that in effect it requires the owner of a patent to sue the 
Government in the Court of Claims for his entire com
pensation. This Act has been held to free contractors 
frgm liability in furnishing goods to the Government and 
since this Act was passed the Government contractor can
not be enjoined. These Acts are permanent parts of the 
law and not war measures. Thus it is possible for the 
Government at the present time to do anything it wishes 
and procure anything it wishes for the defense program 
without being stopped by a patent.

Airplanes are taking a very permanent and impor-
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ply with the order. There the authority to issue the 
secrecy order was given to the President, who in turn 
delegated his authority to the Federal Trade Commis
sion.

The effect of the present law is to provide that when 
a patent application contains matter the publication or 
disclosure of which would be detrimental to the public 
safety or defense an order may be issued to keep the 
matter secret and failure to do so may forfeit the rights 
to the application. The bill provides that such an inven
tion may be tendered to the Government and the patentee, 
when the patent finally issues, may sue the Government 
in the Court of Claims for the use' the Government may 
have made of the invention even before the patent issued. 
There is an additional provision which was not in the 
1917 Act that instead of relegating the patentee to sue to 
the Court of Claims the Secretary of W ar or the Secre
tary of the Navy or chief officer of any established 
defense agency may enter into an agreement with the 
applicant for compensation.

It is interesting to note that during the World War 
the corresponding pro'vision for secrecy was in effect for 
something less than two years. During that period the 
Patent Office issued about twenty-one hundred secrecy 
orders, about half of which were in cases which had been 
allowed and were merely awaiting payment of the final 
fee. (See annual reports of Commissioner of Patents for 
1917 and 1918). The Federal Trade Commission and the 
.Patent Office cooperated so that in substantially all cases 
secrecy orders were issued by both organizations.

In 1917 I  understand the army and navy were given 
substantially free access to the records and files of the 
Patent Office and the officers of the armed forces exam
ined applications and suggested secrecy orders which

4

were granted substantially as a matter of course.
The procedure under the present statute is material

ly different. The Commissioner of Patents has appointed 
a special committee having jurisdiction of the secrecy 
proceedings headed by Mr. H. H. Jacobs, one of the inter
ference examiners. Mr. J. A. Brearley, Chief Clerk, is 
Secretary for the Committee, the other members of which 
are Messrs. V. I. Richard, W. M. Adams and M. Taylor, 
supervisory examiners, together ■with Mr. D. Eingle who 
is the principal examiner in charge of Division 22, which 
examines applications relating to aeronautics, ships, ord
nance and the like. I t is understood that this Committee 
has substantially cordplete control of the secrecy orders 
which are now being issued by the Patent Office. I  under
stand the procedure adopted was to direct the principal 
examiners in the Patent Office to examine as rapidly as 
possible all of their pending applications of which there 
were probably a hundred thousand beginning first with 
allowed cases. The applications which the examiners 
seemed to think might be pertinent to national defense 
were referred to Mr. Jacobs’ committee who sifted out 
those that they thought were worth considering and these 
were separated into two groups, one of which was sub
mitted for consideration by the War Department and the 
other submitted for consideration by the Navy Depart
ment.

For this purpose the War Department has appointed 
^ a Committee headed by Brigadier General R. H. Somers 

who has delegated much of the actual work to Mr. H. W. 
Dix, a patent lawyer who is a reserve officer in the Army 
now on active duty. There are six members of this War 
Department committee. The Navy Department also has 
a committee of six members substantially all of whom are 
civilian employees of the Navy Department headed by

5
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for the Government if not by the Government and the 
Conrt of Claims required the Government to pay for 
such use. Apparently it was to avoid the necessity of 
continued suits and to overcome the objection of the 
Auditor that the present 1940 law includes a specific 
provision that the Army or Navy may enter into an 
agreement in full settlement and compromise for damages 
by reason of the order of secrecy.

In 1929 the Court of Claims decided Ordnance En
gineering Corp. V.  TJ. S., 68 Ct. Cls. 301, saying:

The statute clearly contemplated a real tender 
—i.e., the bringing to the attention of the Govern
ment the essential facts with reference to the inven
tion so that subsequent use of the invention may 
prevail with knowledge of liability for the use.

The Court held it was not sufficient to merely call the 
attention of the Government Department to the appli
cation and the scope of the same coupled with the as
sertion that the patent right, if granted, will not be taken 
advantage of in time of war, especially when no secrecy 
order had yet been issued. “ Tender must follow secrecy 
order.” No recovery was made because it seemed that 
although a contract had been let by the Government to 
build the patented device the price included the use of 
the patent. In a subsequent suit Ordnance Engineering  
Corp. V.  U. S., 73 Ct. Cls. 379; 11 USPQ 291, the plain
tiff recovered for Government infringement subsequent 
to the issue of the patent.

In 1931 the Court of Claims decided Gathmawn v. 
TJ. � ., 71 Ct. Cls. 680; 9 USPQ 83. There the application 
had been allowed and the final fee had been paid. The 
Commissioner, however, withheld the patent and the Fed
eral Trade Commission afterward issued a secrecy order.

12

The invention was tendered to the Government by a let
ter to the Secretary of the Navy who acknowledged it 
and said an investigation was being made, and later 
informed the applicant that the invention was not being 
used. Thereafter the Commissioner of Patents, after the 
war, released the secrecy order and applicant withdrew 
his final fee, allowed the case to be forfeited and then 
renewed. In the renewal ease for the first time were al
lowed the claims alleged in court to be infringed. The 
Court dismissed the case holding the claims either invalid 
or not infringed. I t suggested, however, that inasmuch 
as the Government had not infringed claims allowed at 
the time of the secrecy order it could not be held for 
infringement before the patent issued of claims procured 
in the renewal application saying “ intervening rights of 
the Government were not lost by the secrecy law.” “ The 
secrecy law did not forestall the prosecution of applica
tions in the Patent Office.”

In 1936 the Court of Claims decided Barlow v. TJ. 8., 
82 Ct. Cls. 360; 28 USPQ 499. The Government had a 
license under some Barlow patents with improvements 
but as to two specific patents the Court held that they 
were not improvements and since they were infringed 
prior to the issuance of the patents the suit could be 
brought only under the 1917 secrecy Act. The Court 
said: “ Plaintiff could not have made tender till some 
date subsequent to the filing of the applications.” I t pro
ceeded to say that “ tender” means the same as “ offer” 
and that nothing in the statute indicated that “ more 
was exacted of an applicant than bringing to the atten
tion of the officials the fact of a pending application for 
patent and that the Government might use it in any 
way it might choose.” The Court indicated that formal 
tender proceedings were not needed and that after the
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